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Trademark and Unfair Competition 
Federal Court and Trademark Trial and Appeal Board Cases 2016 

Normally, a “year in review” for trademark law follows a fairly standard 
format, starting with federal cases on acquisition of trademark rights, use 
in commerce, priority, infringement, preliminary injunctions, affirmative 
defenses, particularly abandonment and genericism, naked licensing, rem-
edies, and damages. 

This year calls for a different approach. This year there are several 
cases in particular that deserve closer attention, with case law inter-
pretations following up. There is a recent Supreme Court case that trade-
mark practitioners are learning to live with, B & B Hardware, and another, 
The Slants case that has now ended up before the Supreme Court, with 
implications for the long-running Washington Redskins case. It is rela-
tively rare for the Supreme Court to address trademark cases, so we take 
advantage of the opportunity to spend a little more time taking a look at 
these two. The third that calls for a bit more attention than usual is a 
patent case, Octane Fitness, that altered the standard for an award of 
attorneys’ fees under the Patent Act, and is being applied to trademark 
cases circuit by circuit across the country, on the basis of identical stat-
utory language in the Lanham Act. 

Things are unusual in the Patent and Trademark Office this year as 
well. Normally, the Trademark Trial and Appeal Board (“TTAB”) is reli-
ably consistent and relatively uncontroversial (possibly apart from the 
recent inexplicable detour down the Medinol “fraud on the PTO” line of 
cases1). But there were a couple of uncharacteristically bizarre situations 
with the TTAB in the recent past. In one of which, the TTAB took on the 
11th Circuit in the Houndstooth Mafia case.  

In addition to the usual array of trademark cases, there have also been 
recent changes in PTO practice and in the European Trademark Office. 
In short, the format of this paper is a bit different from years past…but 
with good reason. 
                                                      

1. Medinol Inc. v. Neuro Vasx Inc., 67 USPQ2d 1205 (TTAB 2003), a cancellation 
proceeding in which the petitioner succeeded in cancelling a registration for 
NEUROVASX for “medical devices, namely, neurological stents and catheters.” 
The TTAB ruled: “If fraud can be shown in the procurement of a registration, the 
entire resulting registration is void.” The TTAB ruled: “If fraud can be shown in 
the procurement of a registration, the entire resulting registration is void.” It formed 
the basis for cancellation claims and counterclaims in TTAB proceedings, sometimes 
with draconian results, until the CAFC’s decision in In re Bose Corporation, 91 
USPQ2d 1938 (Fed. Cir. 2009) reversed the TTAB and brought the era of Medinol 
to an end.  
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I. SUPREME COURT 

A. B & B Hardware - Issue Preclusion a/k/a Collateral 
Estoppel  

The Supreme Court in the 2015 B&B Hardware case2 explained 
why issue preclusion is an important procedural rule: “Allowing the 
same issue to be decided more than once wastes litigants’ resources and 
adjudicators’ time, and it encourages parties who lose before one 
tribunal to shop around for another. The doctrine of collateral estoppel 
or issue preclusion is designed to prevent this from occurring.”3 

B&B Hardware Inc. v. Hargis Industries, Inc.4 was decided on 
March 24, 2015. It held: 

So long as the other ordinary elements of issue preclusion are met, when 
the usages adjudicated by the TTAB are materially the same as those before 
a district court, issue preclusion should apply. 

Under the Restatement (Second) of Judgments, referenced by the 
Court for the general rule, four elements must be shown in order for 
issue preclusion to apply:  
(1) the issues in both proceedings must be identical, 
(2) the issue in the prior proceeding must have been actually litigated 

and decided, 
(3) there must have been a full and fair opportunity for litigation, and 
(4) the issue previously litigated must have been necessary to support 

a valid and final judgment on the merits. 
There are several potential problems with the B & B decision: the 

issues before the TTAB were arguably NOT the issues before the dis-
trict court; and secondly, given the limited discovery and lack of live 

                                                      
2. There have been several excellent articles about the decision and its likely 

implications. This paper draws, in particular, on Professor McCarthy’s treatise, 
which discusses a number of different aspects, specifically at § 32:101, and else-
where, as well as an excellent article by Alexandra H. Bistline, entitiled “Raising 
the Stakes: Trademark Litigation in the Wake of B&B Hardware, Inc. v. Hargis 
Industries, Inc.” which appeared in The Trademark Reporter of July-August, 2015 
Vol. 105 No. 4.  

3. McCarthy, Trademarks and Unfair Competition, § 32:83. Res judicata—Issue 
preclusion—Litigated facts issues. 

4. 135 S.Ct. 1293 (2015). 
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witnesses, frequently even a lack of oral argument, before the TTAB, 
there is arguably not a full and fair opportunity for litigation. 

A TTAB determination of likelihood of confusion is based on the 
four corners of the trademark application or registration. Nationwide 
use is presumed and the identification of goods and services is taken 
as a given. The ultimate determination is based on the legal status of a 
trademark, rather than the “real world” considerations evaluated by a 
district court. Unless there is a particular limitation included in the 
application or registration, the TTAB presumes that the goods or 
services are sold through all normal channels of trade to all relevant 
types of purchasers, regardless of what the evidence may establish as 
the actual marketplace reality. The TTAB considers only the mark 
and goods as described in the application. Elements like packaging, use 
of house marks, logos, and color schemes, evidence about the actual 
nature of the goods, trade channels, or classes of purchasers are rou-
tinely disregarded or not available. Frequently, trademarks are dis-
played to the public in ways that do not appear in an application or 
registration. Taken together, these facts might ultimately result in a 
different conclusion as to likelihood of confusion, and they are often 
not presented to the TTAB.  

When the TTAB considers likelihood of confusion and when the 
courts consider likelihood of confusion, the inquiry has historically 
been somewhat different, but there are good reasons behind the dif-
ferences. For one, the TTAB can determine only whether a party 
obtains a federal registration. The TTAB has no jurisdiction over the 
use of marks, injunctions, damages or other remedies. The scope of 
inquiry in federal courts, like the remedies available, is more exten-
sive. Courts alone can enjoin infringing use. Because the courts deter-
mine who, where and under what circumstances a party may use a 
mark, the inquiry is not limited to the four corners of an application 
or registration. In fact, the wording of the registration itself can be 
almost irrelevant in determining whether the current actual use of a 
mark in the marketplace would be likely to cause confusion. Injunc-
tive relief is an equitable remedy that involves equitable consid-
erations other than pure application of law to facts. Courts, including 
the Second Circuit, have noted that a TTAB determination of 
likelihood of confusion is generally “regardless of the reality of 
actual usage.” That may be an overstatement, but it carries a great 
deal of truth.  

Determinations made by the TTAB and the federal courts, based 
on the same facts, can have vastly different results. An example lies 
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in the line of infringement cases involving restaurants, from Sardi’s5 
to What-A-Burger6 and Brennan’s Chop House7. In each of these 
cases, among others, restaurants under the same or highly similar 
names were held non-infringing because of the geographic distances 
between the first user or registrant and the accused infringer. In the 
Sardi’s case, a Sardie restaurant in Burbank California was found not 
to infringe the famous Sardi’s in New York, because of the geo-
graphic separation between the two. In the What-A-Burger trademark 
infringement case, a defense of laches was rejected, even though the 
plaintiff had known about the defendant for decades, because there 
was no cause of action for trademark infringement, no “likelihood of 
confusion,” until the parties’ geographic reach overlapped (the plain-
tiff had previously been located in Texas and the defendant in Vir-
ginia). Similarly, notwithstanding the Brennan family’s longstanding 
restaurant dynasty in New Orleans, the Southern District of New 
York would not enjoin TERRANCE BRENNAN’S SEAFOOD & 
CHOP HOUSE because of the physical distance from New Orleans 
to New York. One has to believe the result in all three cases would 
have been the opposite had they been before the TTAB. In each case, 
either the marks in their entireties, or at least the dominant portions of 
the marks, were identical and the restaurant services were identical. 
The TTAB would almost certainly have found likelihood of confusion. 
However, the courts reached the opposite result. Their inquiry was 
different. When the courts looked at proximity of the products and 
their competitiveness with one another they examined physical prox-
imity as well as the types of businesses. Absent a geographic limitation 
in an application or registration, physical proximity of the restaurants 
would have been irrelevant to a TTAB inquiry. The TTAB would 
have to assume the trademark covered the entire United States. The 
courts sought to determine whether there was an actual likelihood of 
confusion based on real life marketplace conditions as opposed to a 
theoretical comparison of trademarks and services, given no geo-
graphic limitation in the trademark registrations. 

Another example, this time a hypothetical: If the TTAB consid-
ered conflicting trademarks for BLOOMIN MIRACLE for “fresh 
cut flowers,” it would not be permitted to take into account that one 

                                                      
5. Sardi’s Rest. Corp. v. Sardie, 755 F.2d 719, 723 (9th Cir.1985). 
6. What-A-Burger of Virginia v. Whataburger of Texas Inc., 357 F.3d 441 (4th Cir. 

2004). 
7. Brennan’s, Inc. v. Brennan’s Restaurant, L.L.C., 360 F. 2d 125 (2nd Cir. 2004). 
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use was in Portland, Oregon and was a small growers’ co-op selling 
to the public only through a weekly farmer’s market, and the other was 
an importer, based in South Florida, that sold only to wholesalers, who 
in turn sold to retailers, who sold to the public. In reality, the channels 
of trade for the two have no overlap whatsoever. Although the inquiry 
for both the TTAB and the court is “likelihood of confusion,” and the 
likelihood of confusion factors considered are almost identical, one 
would reasonably expect the TTAB to find likelihood of confusion, 
based on the same mark used on the same goods, while the court would 
be expected to find no likelihood of confusion given vastly different 
trade channels, customers, geographic location and no overlap in adver-
tising or purchasers. 

There are other limitations in a TTAB inquiry. When an appli-
cation or registration is for a standard character mark, there are no 
logos, fonts, colors, trade dress or styles to consider. A standard char-
acter mark may be displayed in any format. Nor can the TTAB take 
into account whether the mark at issue is a secondary mark, displayed 
only in connection with a house mark, or a secondary mark for a 
product sold only in retail locations branded with the primary mark. 
These factors would be significant in a court evaluation of likelihood of 
confusion, and their presence or absence could easily be determinative. 

Yet another potential problem can arise when a product’s pur-
chasers are sophisticated professional customers. Their ability to read-
ily differentiate one mark from another cannot be considered by the 
TTAB absent a specific limitation in the identification of goods and 
services. Even if the surrounding facts make it clear that there is no 
realistic likelihood of confusion, between customized, expensive 
services offered by very different sources, if the marks are similar 
and the identification of goods reads the same, the TTAB must find a 
likelihood of confusion. A district court would most likely not.8 

In addition, the statutory inquiry the TTAB undertakes, as well as 
the jurisdiction of the TTAB, differs from federal court. In an inter 
partes proceeding, the TTAB determines whether the mark identified in 
the application or registration “so resembles another mark…as to be 
likely, when used on or in connection with the goods of the applicant, 
to cause confusion.”9 In contrast, a federal court in a trademark 

                                                      
8. McCarthy, Trademarks and Unfair Competition, § 32:101. 
9. 15 U.S.C. §1052 (d). 
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infringement proceeding must determine whether the “use in 
commerce” of a mark “is likely to cause confusion.”10 

In short, in most cases, between the TTAB and a court deter-
mination, the issues will NOT be identical and there will NOT have 
been a full and fair opportunity to litigate the issues, given the lim-
itations on TTAB practice, both procedural and substantive. 

1. The Opinion 

In the B & B Hardware opinion, the Court further complicated 
the question. For the element “issues” adjudicated, the Court sub-
stituted the term “usages” adjudicated: 

Just because the TTAB does not always consider the same usages as a 
district court does, it does not follow that the Board applies a different 
standard to the usages it does consider. If a mark owner uses its mark in 
ways that are materially the same as the usages included in its registra-
tion application, then the TTAB is deciding the same likelihood-of-
confusion issue as the district court in infringement litigation. By 
contrast, if a mark owner uses its mark in ways that are materially 
unlike the usages in its application, then the TTAB is not deciding the 
same issue. Thus, if the TTAB does not consider certain marketplace 
usages of the parties’ marks, the TTAB’s decision should ‘have no later 
preclusive effect in a suit where actual usage in the marketplace is the 
paramount issue.11 

“Usages” is not a clear term: is the Court referring to the 
identification of goods? Manner of placement of mark? Geographic 
location where a mark is used? Channels of trade e.g. importer vs. 
wholesale vs. retail…these are distinctions that are not normally 
specified in an application. Further, just as a trademark application 
or registration does not normally include geographic restrictions, 
limited trade channels or distribution, or limitations on how a mark 
is displayed, it is also often the case that the identification of goods 
or services will not list all of the products on which a mark is used. 
Applicants sometimes drop a product or service from their appli-
cations, or even an entire classification, to avoid a citation that might 
otherwise preclude registration. Because it is not necessary to 
register a mark in order to use it, there is little harm to the registrant’s 
business in doing so. A registrant, over a period of years, will 
often discontinue certain products or services and introduce others. 
This too, may not be known to the TTAB. Not so with courts, 

                                                      
10. 15 U.S.C. §1114 (1)(a). 
11. McCarthy §32:101, at 32–246. Id. 
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which examine actual marketplace conditions. So, with all of these 
differences, how did we get to the B & B Hardware decision? 

2. Background of the Decision 

The Supreme Court granted certiorari to answer two questions: 
(1) whether the TTAB’s finding of a likelihood of confusion pre-

cluded Hargis from litigating likelihood of confusion in subse-
quent infringement litigation; and  

(2) whether, if issue preclusion does not apply, the district court 
should grant any deference to the TTAB’s findings regarding a 
likelihood of confusion.12 

A 7–2 opinion by Justice Alito reversed and remanded the case to 
the Eighth Circuit. The Court held that a district court “should give 
preclusive effect to TTAB decisions if the ordinary elements of 
issue preclusion are met.”13 Justice Ginsburg filed a concurring 
opinion while Justice Thomas, joined by Justice Scalia, dissented. 
The Court’s analysis reaffirmed that agency determinations can 
lead to preclusion, and in fact, should be presumed to be preclusive 
in the absence of legislative intent to the contrary, which the Court 
did not find. 

The Court acknowledged that the TTAB does not always con-
sider “the same usages as the district court does” due to its primary 
focus on registration (rather than use), and that the considerable 
differences in the issues and procedures “may” (even often) defeat 
preclusion, but do not necessarily do so. The Court muddied the 

                                                      
12. Based on substantive and procedural differences – including limited discovery and 

the lack of live witnesses before the TTAB – there was a split in the circuits over the 
preclusive effect of TTAB decisions. The criteria differed, but the Second, Third, 
Seventh, and Eighth Circuits were willing to grant preclusive effect to TTAB 
likelihood-of-confusion determinations, while the Fifth, Eleventh and the D.C. Circuit 
took the position that TTAB decisions could never preclude litigation of the issues 
in later infringement proceedings in district courts. 

13. Much of the argument centered around whether the TTAB, which is not an Article 
III court, should be entitled to preclusive effect. The Court gave these arguments short 
shrift. However, “In fact, the TTAB is not a court at all. It is an administrative body 
within the United States Patent and Trademark Office (USPTO) responsible for hear-
ing and deciding only certain kinds of matters involving trademarks. Administrative 
Law Judges of the TTAB are appointed by the United States Secretary of Com-
merce in consultation with the Director of the USPTO.” Board of Trustees of the 
University of Alabama, et al. v. Houndstooth Mafia Enterprises LLC et al. fn. 4. 
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waters considerably. It is now clear that TTAB decisions can be pre-
clusive, but it is entirely unclear whether and when they will be.14  

In the language of the decision: 
So long as the other ordinary elements of issue preclusion are met, 
when the usages adjudicated by the TTAB are materially the same as 
those before a district court, issue preclusion should apply. 

However, the Court made clear that although the likelihood-
of-confusion standard is the same, the TTAB and the district court 
proceeding will not always be considering the same “issue” such 
that preclusion would apply: 

If a mark owner uses its mark in ways that are materially the same as 
the usages included in its registration application, then the TTAB is 
deciding the same likelihood-of-confusion issue as a district court in 
infringement litigation. By contrast, if a mark owner uses its mark in 
ways that are materially unlike the usages in its application, then the 
TTAB is not deciding the same issue.  

* * * 
Materiality, of course, is essential – trivial variations between the 
usages set out in an application and the use of a mark in the market-
place do not create different “issues,” just as trivial variations do not 
create different “marks.”15 

One of the requirements of issue preclusion is that the issue 
considered by the two courts be the same, but the Court, in its opin-
ion, tied the “issue” of likelihood of confusion to “usages,” and 
recognized that the TTAB and federal courts generally consider 
different “usages.” Citing to McCarthy, the Court, at page 4 of the 
opinion, noted that the TTAB considers usages “listed in the appli-
cation” with channels of distribution “if applicable” i.e. if set out 
in the identification of goods and services. The district court, on the 
other hand, “considers the full range of a mark’s usages, not just 
those in the application.”  

The court seemed to imply that issue preclusion would rarely 
apply in TTAB determinations, but then applied it in a case that 
would appear to have been inappropriate. The question of when issue 
preclusion will and will not apply is one that will be litigated for 
years to come. The Court did not change the standard for issue 
preclusion. Lower courts will still apply the issue preclusion factors, 

                                                      
14. Alexandra H. Bistline, “Raising the Stakes: Trademark Litigation in the Wake 

of B&B Hardware, Inc. v. Hargis Industries, Inc.” The Trademark Reporter®, 105 
TMR 867 (July-August 2015). 

15. B & B Hardware, 135 at 1308. 
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based on the precedent of each circuit, but in addition, they will now 
also have to pin down the terminology used by the Court and try to 
define how it applies to the particular fact situation.  

To further complicate the matter, even once a district court 
determines what elements of the application and marketplace are 
the “usages” that should be compared between the two proceed-
ings, the district court still must determine when these usages are 
“materially the same.” Unfortunately, the Court defined “materially 
the same” no more clearly than it defined “usages”: The only guid-
ance provided was that “trivial variations between the usages set 
out in an application and the use of a mark in the marketplace do 
not create different issues, just as trivial variations do not create 
different marks.” So usages that are “materially the same” are usages 
that have only non-trivial differences.  

There are two particular problems with this explanation: (1) 
The Court defined “materially the same” by explaining that trivial 
differences are not “material” – this is not terribly helpful; and (2) 
sometimes even “trivial” variations in marks can create different 
commercial impressions such that the marks are “different.”  

The standard announced by the Supreme Court was intended 
to resolve the split between the circuits and bring certainty to the 
question of when issue preclusion would apply. The ambiguity in 
the decision, however, assures that parties will confront and argue 
in each case what the terms “usages” and “materially the same” 
mean. The Court also noted that the lack of live testimony could 
materially prejudice a party’s ability to present its case, but the 
Court provided no guidance for a lower court to determine when 
the lack of live testimony would materially prejudice a party. We 
can realistically expect different courts to develop different criteria 
and reach different conclusions as to what the standard means. We 
can also anticipate that different circuits will develop their own 
definitions of “usages,” “materially the same” and “materially prej-
udice,” which will only exacerbate the problem the Supreme Court 
sought to resolve when it granted certiorari in the first place. 

3. The Impact of B & B Hardware on Trademark Practice 

Only time will tell what the long term impact of B & B Hard-
ware will be on trademark practice. But some potential results are 
reasonably foreseeable. For one thing, the threat of preclusion, and 
the uncertainty as to when preclusion will apply, are likely to 
lessen parties’ reliance on inter partes proceedings before the TTAB, 
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increase their reliance on de novo appeals under 15 U.S.C.  
§ 1071(b), and increase the likelihood of early settlement in TTAB 
proceedings. When the decision was rendered, commentators also 
predicted differences in circuits as they try to specifically define 
the ambiguous language of the Supreme Court; uncertainty as to 
whether and when issue preclusion will apply and forum shopping 
as litigants seek the most favorable venue for determination. 

The decision also significantly increases the potential impact 
of TTAB decisions in likelihood of confusion claims, since TTAB 
determinations may end up having preclusive effect on later court 
actions. TTAB determinations are now far more significant; whereas, 
before B&B Hardware, litigants could consider the less expensive, 
less disruptive course of a TTAB proceeding as a first step in resolv-
ing disputes, or a way to test the waters, they must now seriously 
consider whether to litigate TTAB proceedings with the same level 
of intensity as in federal court, because there is no guarantee there 
will be another chance to establish likelihood of confusion.  

As one commentator put it: “opposition or cancellation pro-
ceedings before the TTAB may evolve into high-stakes battlefields 
similar to infringement litigation in federal court.”16 She noted that 
prior to B&B Hardware, it was not uncommon for trademark owners 
to reserve their primary resources and best tactics for federal court 
actions and not matters before the TTAB. This strategy could  
change if it is clear that the issue being decided by the TTAB 
meets “the other ordinary elements of issue preclusion” as set forth 
in the Restatement (Second) of Judgments, and will indeed be 
decided finally by the TTAB with respect to subsequent court pro-
ceedings between the parties. A related result will be that the 
losing party in a TTAB proceeding has a greater incentive to 
request de novo review of the TTAB decision in district court, or 
appeal the decision to the Federal Circuit, rather than let it go and 
continue asserting the same argument in a parallel federal court 
proceeding. This, of course, means additional expenditure, additional 
time, and additional delay in the ultimate resolution.  

The Supreme Court’s decision was not limited to TTAB deter-
minations of likelihood of confusion. It was far broader. Although 
likelihood of confusion was the Court’s focus, the holding in the  

                                                      
16. Bistline, Alexandra, “Raising the Stakes: Trademark Litigation in the Wake of 

B & B Hardware v. Hargis Industries, Inc.” The Trademark Reporter®, 105 TMR 
867 (July-August 2015).  
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B & B Hardware case addressed issue preclusion in general, and 
the decision has been applied to issues other than likelihood of 
confusion. Issues like ownership and priority, for example, are 
arguably far more appropriate for issue preclusion than likelihood 
of confusion. Similarly, descriptiveness, abandonment, genericism 
and geographic descriptiveness may be appropriately determined 
by the TTAB. When these issues come before the TTAB, the 
evaluation will be far more similar to those of a court, than with 
likelihood of confusion. None of these issues depends on multiple 
factors going to overall marketplace conditions. A TTAB determina-
tion of issues such as ownership, abandonment or priority may, 
more appropriately, have preclusive effect. It will be important to 
fully brief and argue such issues, and to present all available evi-
dence to the TTAB.17  

Before the B & B Hardware decision, TTAB proceedings 
only affected a trademark owner’s right to obtain federal registra-
tion of its mark. If a TTAB decision was unfavorable, the litigants 
had the right to appeal to a federal court or file a de novo action. 
These options are severely limited by the potential for issue preclu-
sion.18 Litigants now must take into account a potential significant 
impact on ownership rights and the right to use, as well as register 
a mark, and even money damages. To protect their interests, liti-
gants will have to make certain all evidence goes into the record 
before the TTAB. This could make TTAB proceedings virtually 
indistinguishable from a court action in extent and cost.  

As a result, litigants may choose to file directly in federal 
court rather than filing at the TTAB level. If the same resources 
must be expended in either case, it may be advantageous to go 
directly to the forum that will permit live testimony and that has the 
power to determine use and monetary relief as well as registration.  

                                                      
17. John Welsh TTABlog – Tuesday, November 24, 2015.  
18. Title 15 U.S.C. § 1071 provides a litigant “who is dissatisfied with the decision” of 

the TTAB two options: appeal the TTAB’s decision to the Federal Circuit; or file a 
civil action in district court contesting the decision. Unlike appeals to the Federal 
Circuit under 15 U.S.C. § 1071(a), litigants may introduce new evidence in 15 
U.S.C. § 1071(b) proceedings, and even add infringement and dilution claims and 
seek monetary remedies and injunctive relief under other provisions of the Lanham 
Act. Review by the Court of Appeals for the Federal Circuit is conducted solely on 
the basis of the record produced before the TTAB, but actions brought before district 
courts may be reviewed de novo if new evidence is submitted. This may be a 
litigant’s only guarantee of a full district court proceeding with additional discovery 
and new evidence, including live testimony and a right to a jury trial.  
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On the other hand, there is a significant possibility that future 
litigants before the TTAB may urge the Board to determine not 
only whether a mark should be registered, but also whether there is 
an actual likelihood of confusion in the marketplace, and that they 
will seek to introduce all of the evidence, factors and testimony 
that would normally be considered by a court.  

The potential of increased risk and higher cost could erode the 
long-standing desirability of TTAB proceedings as an expedited 
and lower cost forum for asserting trademark rights. Undoubtedly, 
some trademark owners, for whom cost is an issue, will decide not 
to enforce their rights at all.  

There is another implication. In many cases of trademark conflict, 
there is no actual business harm, but the presence of a similar mark 
on the federal register might be seen to “weaken” a registrant’s mark. 
It may not be important to enjoin the infringer from using its mark, 
but critical to remove the registration from the record. In such 
cases, the less draconian course of petitioning for cancellation was 
available to solve the problem. With the increased risk now inherent 
in TTAB proceedings, this may no longer be an option. A trademark 
owner may have no choice but to file in federal court, which would 
likely be more disruptive, expensive and time consuming, and would 
unnecessarily implicate the continuing use of the offending mark 
rather than only its registration.  

The decision might also provide an alternative strategy for 
situations such as the line of restaurant cases discussed above. A 
trademark owner who would be unlikely to prevail in court, for 
example, because of the geographic distance between his business 
and the infringer,19 would likely achieve the opposite result before 
the TTAB where geographic proximity is not an issue. Armed with a 
TTAB determination of likelihood of confusion, and with the prece-
dent of B & B Hardware, the trademark owner may achieve a 
federal court victory that would have been highly unlikely before 
B & B Hardware. 

It also remains to be seen what effect the decision will have on 
the TTAB. Now that its determinations are more likely to have 
preclusive effect, will it be more open to hearing broader evidence 
and arguments, more likely to decline to suspend its proceedings 
pending the outcome of a district court determination, more willing 

                                                      
19. Or other factors such as distinctive trade dress, house marks, highly sophisticated 

professional purchasers, dissimilar channels of trade, etc. 
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to make findings that might implicate rights to use of a trademark20. 
As with all new precedents, the open questions will be resolved 
over time. The TTAB and the court, as well as choices made by 
litigants, will determine the effect of B & B Hardware on the future 
of trademark practice. There is a significant danger, however, that 
the advantages of TTAB proceedings to efficiently determine dis-
crete segments of trademark law could be lost. The decision con-
flates two different inquiries, which had differing functions and 
effects on trademark owners, with the possible end result of signifi-
cantly reducing the character and value of both. 

One final note, on April 4, 2016, the TTAB published a Notice 
of Proposed Rulemaking.21 The proposed changes to the TTAB 
rules were largely designed to bring them into line with recently 
revised Federal Rules of Civil Procedure regarding proportionality 
of discovery, among other things. Included among the proposed 
new rules, which have now become final, was a rule permitting 
witness testimony by affidavit or declaration.22 The adverse party 
will have the right to set a deposition for cross-examination (but 
many will presumably not have the resources to do so, especially 
in the case of witnesses who are out of the country). It raises the 
question of whether this relaxed evidentiary standard might make 
it more difficult for courts to give preclusive effect to TTAB 
determinations. The B & B Hardware decision said issue preclusion 
would not apply, even if the requisite elements are met, in cases 
where the parties did not have a “full and fair opportunity to liti-
gate the issue due to inadequate procedures in the prior  

                                                      
20. An interesting bit of speculation by Prof. Ann Gilson LaLonde appeared in the 

TTABlog on September 29, 2015. She wondered whether the TTAB’s otherwise 
puzzling designation of its Hanson decision as “precedential” might have been a 
message from the Board. In re C. H. Hanson Company, 116 USPQ2d 1351 
(TTAB 2015). The decision, supported by Internet and third-party registration evi-
dence, found C.H. HANSON confusingly similar to HANSON for hand tools. The 
Board affirmed the examining attorney’s 2(d) refusal to register, hardly a 
precedent-setting evaluation. Prof. LaLonde speculated: “Maybe this was published 
to emphasize the fact that the Board concentrates on the application & registration 
and not extrinsic evidence, to limit the impact of B&B Hardware.” 

21. Federal Register, Vol. 81, No. 64, Monday, April 4, 2016. 
22. The Office proposes to amend § 2.123 (a) (1) to permit submission of witness 

testimony by affidavit or declaration, subject to the right of any adverse party to take 
and bear the expense of oral cross-examination of that witness, As provided in 
proposed amendments of § 2.121 (e), and to add that the offering party must make 
that witness available. The proposed amendment is intended to promote efficient 
trial procedure. Id. 
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proceeding.” The rule change, especially coming subsequent to the  
B & B Hardware decision, might provide a compelling basis to 
argue against issue preclusion based on a TTAB determination.  

B. Cases Citing B&B Hardware 

1. B&B Hardware Issue Preclusion Applied to Priority 

Ashe v. PNC Financial Services Group, Inc., 165 F. Supp. 357, U.S. 
Dist. LEXIS 154953 (D. Md. 2015); 652 Fed. Appx. 155 (4th Cir. 
2016) 

In Ashe v. PNC Financial Services Group, Inc., the United 
States District Court for the District of Maryland granted the defend-
ant, PNC’s motion to dismiss the plaintiff’s claim of trademark 
infringement, giving preclusive effect to the prior TTAB decision 
on priority of use. In an earlier proceeding Ashe had opposed PNC’s 
application to register the mark SPENDOLOGY for an online finan-
cial management tool. The TTAB held that PNC proved it had 
priority of use, granting PNC’s motion for summary judgment. In 
the later District Court case, the court applied the Supreme Court’s 
holding in B&B Hardware v. Hargis that “a court should give 
preclusive effect to [Trademark Trial and Appeal Board] decisions 
if the ordinary elements of issue preclusion are met.” 

In its rationale for giving preclusive effect to the related TTAB 
decision, the District Court emphasized that the TTAB’s deter-
mination of priority of trademark use for registration purposes is the 
same as the determination of priority of trademark use for infringe-
ment claims. The Court concluded, “[t]he Trademark Board’s deci-
sion is final. PNC states, and Ashe does not contest, that Ashe did 
not appeal the Trademark Board’s decision….As a result, PNC has 
demonstrated the finality of the decision in PNC Trademark Oppo-
sition.” The decision was affirmed on appeal.  

2. Issue Preclusion Applied to Fraud 

Nationstar Mortgage, LLC v. Ahmad,  
155 F.Supp. 3d 585 (E.D. Va. 2015) 

In the Nationstar Mortgage case, decided one month after Ashe, 
the District court for the Eastern District of Virginia gave pre-
clusive effect to a TTAB finding of fraud. Mujahid Ahmad filed a 
series of applications to register NATIONSTAR for various real 

42



© Practising Law Institute

19 

estate brokerage services. Nationstar Mortgage opposed on the basis 
that the applicant’s use verification statement was fraudulent. The 
TTAB concluded that Ahmad was not using the NATIONSTAR 
mark with any of the recited services prior to his filing date and 
that he willingly made false statements with intent to deceive the 
United States Patent and Trademark Office. The Board sustained 
the opposition on the basis of fraud. 

Notwithstanding the PTO determination, Ahmad continued 
using the marks, and Nationstar Mortgage sued in federal court for 
trademark infringement and unfair competition. Nationstar moved 
for Summary Judgment. With regard to the factor of “intent” in its 
likelihood of confusion analysis, the District court found the ques-
tion of whether Ahmad committed fraud on the United States 
Patent and Trademark Office was identical to the question deter-
mined by the Trademark Trial and Appeal Board in the earlier 
proceeding. Citing B & B Hardware, the court looked to the rules 
of collateral estoppel: the issue was decided against the defendant 
in the prior proceeding; the determination of fraud was both 
critical and necessary to the Trademark Trial and Appeal Board’s 
final decision; the TTAB decision was valid and final because it 
was not appealed; and Ahmad had full and fair opportunity to 
litigate the issue of fraud in the prior proceeding. 

On these bases, the TTAB finding of fraud was given preclusive 
effect: 

[T]he TTAB found that ‘the applicant [Ahmad] committed fraud on the 
USPTO’ because he ‘did not have a good faith reasonable basis for 
believing that he was using the NATIONSTAR mark in commerce for 
all the services identified in the application.’ This Court finds that Defend-
ants’ conduct in attempting to establish rights in the NATIONSTAR 
mark superior to those of the Plaintiff were made in bad faith.23 

3. No Preclusive Effect Given to Ex Parte Trademark 
Examination 

In re Cordua Restaurants Inc.,  
823 F. 3d 594 (Fed. Cir. 2016) 

The Court of Appeals for the Federal Circuit (CAFC) affirmed 
the TTAB decision in In re Cordua Restaurants, declining to give 
preclusive effect to an earlier ex parte examination. The trademark 
examining attorney rejected CHURRASCOS (meaning “barbeque” 

                                                      
23. Id. at 591. 
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or “grilled meat”) as generic for restaurant services. The TTAB 
affirmed the examiner’s finding that the mark was in fact a generic 
term and invalid as a trademark. On appeal, the CAFC affirmed the 
TTAB, finding the mark CHURRASCOS (stylized) generic, not-
withstanding Applicant’s previous CHURRASCOS (plain character) 
registration, which had been based on 2(f). 

The Applicant, in probably the only argument that could have 
been made, sought to apply preclusion based on its original reg-
istration of CHURRASCOS. He argued that the PTO determina-
tion that the plain character mark was entitled to registration should 
be given preclusive effect that would insulate his later application 
to register a stylized version of the same mark. Not surprisingly, 
the court ruled that the determination of an ex parte examination 
does not have preclusive effect in subsequent proceedings, noting: 

[T]here is no suggestion in B&B Hardware that an examiner’s decision 
to register a mark or to refuse registration satisfies the traditional require-
ments of issue preclusion…requiring that an issue be ‘actually litigated’ 
between parties for issue preclusion to apply.  

Sadly, the applicant’s existing registration for CHURRASCOS 
in plain characters will now be subject to invalidation as well. In 
any event, it would likely be far too risky to seek to enforce the 
mark, significantly reducing the value of the registration even if it is 
not actually cancelled.24 

4. No Res Judicata for Abandonment Claim Based on 
Different Operative Facts 

CSL Silicones v. Midsun Group Inc.,  
2016 U.S. Dist. LEXIS 32991 (D. Conn. 2016) 

In 2002, plaintiff CSL filed a petition to cancel MIDSUN 570, 
on the basis of abandonment. The petition was withdrawn and the 
TTAB dismissed the cancellation proceeding with prejudice. 

Years later, CSL filed an infringement action against Midsun 
Group Inc., the owner of MIDSUN 570, in federal court. Midsun 
moved to dismiss on the basis of res judicata, citing the TTAB 
dismissal with prejudice of the earlier cancellation. The court ruled 

                                                      
24. Post Script: On June 9th, 2016 the registrant filed a Section 7 request to delete the 

translation of “churrasco” as “barbeque” and amend its translations statement to: “The 
root word CHURRASCO refers to a cooking preparation style which varies by 
region. CHURRASCOS is a pluralization of the root word.” As of this writing, the 
proposed amendment has been rejected by the PTO. 
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that res judicata did not apply. The facts had changed since the 
TTAB decision. Because the court was considering different facts 
since the time of the first action, there was no preclusion on the 
issue of abandonment. Even if there had not been abandonment, 
based on the facts before the TTAB in 2002, there could have been 
a subsequent abandonment in the intervening years. The district 
court stated: 

The initial TTAB proceeding involved the exact same parties as the 
instant litigation and the TTAB’s dismissal of CSL’s cancellation petition 
with prejudice constitutes a “final judgment on the merits.” 

The “sole issue, therefore, with respect to the preclusion of [petitioner’s] 
claim under res judicata is whether [its] petition for cancellation …[is] 
based on the same set of transactional facts as its first petition. 

Ultimately, the district court held that res judicata did not apply, 
because abandonment between the time of the cancellation pro-
ceeding and the district court litigation was a fact that post-dated 
the cancellation action. In this case there were new facts, not pre-
viously before the TTAB, based on a second period of non-use.25 

5. Court Declines to Suspend Proceedings Pending 
TTAB Determination 

Shire City Herbals, Inc. v. Blue 
2015 U.S. Dist. LEXIS 122678, at 9 (D. Mass. 2015) 

In an interesting twist, the court in the Shire City Herbals case 
was asked to suspend its proceedings pending a TTAB determina-
tion. The court declined, noting: the federal court proceedings were 
broader than the TTAB proceedings (the federal case included a 
request for injunction and damages) and that waiting for the TTAB 
was not advisable since administrative findings can easily be re-
litigated in court, rendering them non-final. 

In June of 2014, Mary Blue filed a petition to cancel Shire City 
Herbals’ federal registration for FIRE CIDER for apple cider 
vinegar-based dietary supplement drinks. She claimed the mark 
was generic, merely descriptive, and the result of a fraudulent filing. 

On April 2015, during the pendency of the cancellation action, 
Shire City Herbals filed an infringement action against Ms. Blue in 
federal district court seeking a declaratory judgment that the FIRE 
CIDER registration was valid, and moved to suspend the TTAB 

                                                      
25. CSL Silicones, 2016 U.S. Dist. LEXIS at 318. 
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proceedings. The motion to suspend was contested, but was granted 
by the TTAB, which suspended the cancellation action pending the 
outcome of the federal court case. Ms. Blue then moved the District 
Court to stay its proceedings and allow the TTAB to resume and 
complete the cancellation, arguing that discovery had already begun 
in the cancellation proceeding and a trial date had been set. 

The District Court denied Ms. Blue’s motion to stay, taking into 
consideration the potential effect of the TTAB ruling on the validity 
of the FIRE CIDER registration, and the fact that there was no 
guarantee that the TTAB determination would be the final word. 
The court noted that TTAB decisions are subject to appeal to a 
district court or to the Federal Circuit:  

“While defendants are correct that a TTAB ruling can, in appropriate 
circumstances, be given preclusive effect, the possibility that the TTAB 
might rule on the issue of validity and that any such ruling could have 
preclusive effect – if neither party challenged the TTAB ruling – is far 
too speculative of a basis for staying a case”  

C. The Slants and the Washington Redskins 

1. The Slants 

In re Tam, 808 F.3d 1321 (Fed. Cir. 2015); Lee v. Tam, 137 S. Ct. 30 
(Sept. 29, 2016)  

Simon Shiao Tam, a founding member of a band (The Slants) 
that is self-described as being composed of members of Asian 
descent, applied to register THE SLANTS as a service mark for 
“live performances by a musical band.” The examining attorney 
refused registration on the ground that the mark is disparaging to 
persons of Asian ancestry. The TTAB affirmed refusal under 
Section 2(a) – on the ground that it “may disparage” persons of 
Asian dissent. The Board further determined that the PTO’s refusal 
to register the mark does not violate the First Amendment because 
the denial of registration does not suppress speech or proscribe con-
duct, but simply prevents an applicant from calling upon the 
resources of the federal government to assist him in enforcing his 
rights. Tam appealed to the Federal Circuit, challenging the con-
stitutionality of the 2(a) disparagement provision on First Amend-
ment, due process, vagueness and equal protection grounds. 

On appeal, Tam argued that unlike inherently offensive slurs 
such as HEEB, SQUAW or REDSKIN, there is nothing inherently 
offensive in the word “slant,” calling the TTAB finding to the  
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contrary “baseless and nonsensical,” and arguing that in none of 
the decisions cited by the PTO in either of its Office Actions was 
there a denial of registration for a plain English word, such as 
“slants,” that could have, but did not necessarily have, a disparag-
ing connotation. Tam asserted that it was inappropriate for the 
examiner to take his nationality into account and that it made no 
sense to find the mark offensive only because it was used by Asian 
Americans, the implication being that had Tam not been Asian, he 
could have registered the mark.26 

THE SLANTS could be registered as a trademark – just not by Asians. 
It should go without saying that the law does not support refusal of reg-
istration based on the ethnic descent of an applicant, such as occurred 
here. 
The examining attorney had expressly noted that the applicant 

was a founding member of a band (The Slants) that was self-
described as being composed of members of Asian descent. Thus, 
the association of the term “slants” with those of Asian descent 
was evidenced by how the applicant used the mark: as the name of 
an all Asian-American band. Further, applicant (and his fellow 
band members) had repeatedly indicated that the name THE 
SLANTS was in fact a direct reference to the derogatory meaning 
of the term and in fact, they are embracing the derogatory meaning 
of the term.27 

The TTAB upheld the examining attorney’s rejection and, on 
November 22, 2013, the applicant appealed to the Court of Appeals 
for the Federal Circuit, which affirmed the TTAB in a decision 
issued on April 20, 2015,28 noting that under its prior precedent it 
had affirmed the constitutionality of Section 2(a). 

  

                                                      
26. See, e.g. The TTAB determination in the DYKES ON BIKES case. A lesbian 

motorcycle club filed to register DYKES ON BIKES. The examining attorney 
rejected the application as “disparaging,” and the TTAB reversed and remanded in 
the face of evidence that the LGBT community did not consider the mark dispar-
aging. On reconsideration, the mark was approved for publication. A subsequent 
application for registration of the DYKES ON BIKES logo was rejected, however, 
on the same basis, and the San Francisco Dykes on Bikes Women’s Motorcycle 
Contingent filed one of the amicus briefs before the Supreme Court in Lee v. Tam. 

27. This would seem to directly contradict the DYKES ON BIKES decision, which 
was based on the fact that the trademark application was filed by a lesbian biker 
group who adopted the mark specifically to defuse it as a slur. 

28. In re Tam, 117 USPQ2d 1001 (Fed. Cir. 2015).  
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The Court relied on the McGinley case: 
With respect to appellant’s First Amendment rights, it is clear that the 
PTO’s refusal to register appellant’s mark does not affect his right to 
use it. No conduct is proscribed, and no tangible form of expression is 
suppressed. Consequently, appellant’s First Amendment rights would 
not be abridged by the refusal to register his mark. 

However, after the panel decision, Judge Moore, writing sepa-
rately, provided “additional views,” and proposed that the court 
revisit the McGinley decision, which had upheld the constitution-
ality of the disparagement provision. 

In December 2015, in a ruling that stunned the trademark 
world, the CAFC sitting en banc declared the disparagement pro-
vision of Lanham Act Section 2(a) unconstitutional. The court held 
that the disparagement prohibition violates the Freedom of Speech 
Clause of the First Amendment.  

The court observed that federal registration confers significant 
benefits on a trademark owner, benefits that are denied to an appli-
cant whose mark is not registered: 

The government regulation at issue amounts to viewpoint discrimination, 
and under the strict scrutiny review appropriate for government regulation 
of message or viewpoint, we conclude that the disparagement proscription 
of § 2(a) is unconstitutional. 

The CAFC vacated the Trademark Trial and Appeal Board 
ruling that THE SLANTS should not register for “entertainment 
in the nature of live performances by a musical band” because the 
mark is disparaging to persons of Asian descent. On April 20, 
2016, the USPTO filed a petition for writ of certiorari, seeking 
Supreme Court review of the CAFC’s decision.29 

Certiorari was granted to Tam, now Lee v. Tam, on 
September 29, 2016. Given that Section 2(a) of the Lanham Act, 
15 U.S.C. 1052(a), provides that no trademark shall be refused 
registration on account of its nature unless, inter alia, it “[c]onsists 
of * * * matter which may disparage * * * persons, living or dead, 
institutions, beliefs, or national symbols, or bring them into con-
tempt, or disrepute,” the question presented was: 

Whether the disparagement provision in 15 U.S.C. 1052(a) is facially 
invalid under the Free Speech Clause of the First Amendment. 

                                                      
29. The opinion of the en banc court of appeals is reported at 808 F.3d 1321, and of 

the panel at 785 F.3d 567. The opinion of the Trademark Trial and Appeal Board 
is available at 2013 WL 5498164. 
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To date, thirty-one amicus briefs have been filed. The case is set 
for oral argument on January 18, 2017.30 

2. Washington Redskins 

Pro-Football, Inc. v. Blackhorse, 112 F. Supp. 3d 439 (E.D. Va. 
2015); 115 USPQ2d 1524 (E.D. Va. 2015); Pro-Football, Inc. v. 
Blackhorse, 137 S. Ct. 44 (Oct. 3, 2016) 

Meanwhile, the WASHINGTON REDSKINS case continued 
its determined march through the courts.31 The United States Dis-
trict Court for the Eastern District of Virginia, reviewing a TTAB 
decision, affirmed a decision of the Trademark Trial and Appeal 
Board and ordered cancellation of the federal registrations for six 
marks which included the word REDSKINS, or the derivative 
REDSKINETTES, for football entertainment services, on the 
ground of Section 2(a) disparagement.32 On cross-motions for sum-
mary judgment, the court ruled that the disparagement provision of 
Section 2(a) does not violate the First Amendment because Section 
2(a) “does not implicate the First Amendment” and because “the 

                                                      
30. In particular, the BRIEF OF THE CATO INSTITUTE AND A BASKET OF 

DEPLORABLE PEOPLE AND ORGANIZATIONS AS AMICI CURIAE 
SUPPORTING RESPONDENT, filed on December 16, 2016, has been widely 
circulated and thoroughly enjoyed. It is well worth reading. 

31. Pro-Football, Inc. v. Harjo, 415 F.3d 44 (D.C. Cir. 2005). In 1992, a group of 
Native Americans representing several different tribes, successfully petitioned to 
cancel six WASHINGTON REDSKINS trademark registrations. The District 
Court for the District of Columbia overturned the cancellation, finding inadequate 
evidence of disparagement, and that the claim was barred by laches. On appeal, 
the D.C. Circuit reversed and remanded for reconsideration of the laches deter-
mination. (The District Court had counted as the laches period, the decades of use 
prior to suit. The D.C. Circuit determined that laches cannot begin to run until the 
youngest of the litigants reaches majority.) On this very limited remand, the District 
Court took up the parties’ renewed cross motions for summary judgment and 
again ruled in favor of trademark registration, based on an almost 8-year delay 
between the age of majority and the petition to cancel, the fact that the youngest of 
the litigants had knowledge of the REDSKINS registrations long before he 
reached majority, that the delay was unreasonable under the circumstances, and 
that the delay caused significant trial prejudice to the registrant, with the intervening 
death of key witnesses, loss of records, etc. as well as economic prejudice. In 
2006, a subsequent petition for cancellation of the same six REDSKINS registrations 
was filed by six different Native American petitioners. Blackhorse v. Pro Football, 
Inc., Cancellation No. 92046185. Each of the six new petitioners had only recently 
reached the age of majority as of the date of filing, depriving Pro-Football of its 
laches defense. 

32. Pro-Football, Inc. v. Amanda Blackhorse et al., 115 USPQ2d 1524 (E.D. Va. 2015). 
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federal trademark registration program is government speech and 
is therefore exempt from First Amendment scrutiny.” Further, 
Section 2(a) does not violate the Fifth Amendment because it is 
neither “void for vagueness,” nor does it violate the Takings Clause 
or the Due Process Clause because “a trademark registration is not 
considered property under the Fifth Amendment.” 

As to the substantive issue, the court ruled, on the basis of 
dictionary evidence; literary, scholarly, and media references; and 
statements of individuals and groups, that the REDSKINS trade-
marks violate Section 2(a) because, as of the time of their reg-
istration, they “may disparage” a substantial composite of Native 
Americans. Pro-Football’s laches defense was unavailing, because 
the cancellation petitioners did not unreasonably delay in bringing 
their Section 2(a) claim, and because laches does not apply in light 
of the public interest at stake. 

The court noted that even if a majority of Native Americans 
found the term REDSKINS to be unobjectionable,33 the term may 
still run afoul of Section 2(a) because that Section requires only 
that a substantial composite of the referenced group consider the term 
disparaging. Here there was significant evidence to satisfy that 
standard.34 

On April 25, 2016, Pro-Football, Inc. filed a Petition for Writ of 
Certiorari Before Judgment in the REDSKINS case now pending 
before the U.S. Court of Appeals for the Fourth Circuit, asking the 
Supreme Court to consider immediately the issue of the consti-
tutionality of Section 2(a)’s disparagement clause, without waiting 
for the Fourth Circuit’s determination. Pro-Football argued that the 
Supreme Court should either deny certiorari in the SLANTS case, 
or consider the REDSKINS case in tandem with Lee v. Tam. 
According to Pro-Football, the REDSKINS case was an “essential 
and invaluable complement to Tam.”  

According to the TTABlog, the Court has often granted certi-
orari before judgment to consider complementary companion cases 
together, especially when the two cases raised important questions of 
constitutional law. Granting certiorari before judgment allows  
the Court to consider the question presented in a wider range of cir-
cumstances, resolve intertwined, equally important questions, and 
avoid piecemeal review. All of that is true here. Nonetheless, on 

                                                      
33. Which subsequent surveys indeed purported to support. 
34. See TTABlog commentary, John L. Welch, 7/09/2015. 
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October 3, 2016 the Court denied the petition of Pro-Football for 
certiorari, requiring that the case proceed through the Fourth Circuit 
Court of Appeals. 

3. United States Patent And Trademark Office 

Meanwhile, in March 2016, the PTO suspended examination 
of 2(a) disparagement cases. Exam Guide 01-16 suspended action 
on all 2(a) disparagement cases for so long as the question of con-
stitutionality remains in question:  

Consistent with normal USPTO procedures, the USPTO will be sus-
pending action on pending applications involving marks subject to 
refusal under these provisions in Section 2(a), as discussed below. See 
37 C.F.R. §2.67; TMEP §§716-716.02.  

The constitutionality of the disparagement provision is an issue in two 
cases in the federal courts of appeal: In re Tam (No. 14-1203, Federal 
Circuit), and Pro-Football v. Blackhorse (No. 15 1874, Fourth Circuit). 
The Pro-Football appeal remains pending before the U.S. Court of 
Appeals for the Fourth Circuit.  

Any suspension of an application based on the disparagement provision 
of Section 2(a) will remain in place until at least the last of the following 
occurs: (1) the period to petition for a writ of certiorari (including any 
extensions) in Tam expires without a petition being filed; (2) a petition 
for certiorari is denied; or (3) certiorari is granted and the U.S. Supreme 
Court issues a decision. 

II. FEDERAL COURTS OF APPEALS 

A. Does the Octane Fitness Fee Shifting Standard  
Apply to Trademark Cases? 

On April 29, 2014, the Supreme Court decided Octane Fitness v. 
Icon Health and Fitness,35 a patent case which reexamined the 
standard for an award of attorneys’ fees in patent infringement lit-
igation. Until this decision, the Federal Circuit’s Brooks Furniture 
Mfg. v. Dutailier36 standard controlled. Brooks Furniture required 
either litigation-related misconduct of an independently sanctionable 
magnitude, or a determination that the litigation was both “brought in 
subjective bad faith” and “objectively baseless.” Litigation was objec-
tively baseless only if “so unreasonable that no reasonable litigant 
could believe it would succeed,” and subjective bad faith required that 

                                                      
35. 572 U.S. –-, 134 S. Ct. 1749 (2014). 
36. 393 F. 3d 1378 (Fed. Cir. 2005). 
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the party “actually know that [its position] is objectively baseless:”37 
The evidentiary standard was “clear and convincing” proof. 

The Supreme Court disapproved these standards as inflexible, in 
the face of statutory text that is “inherently flexible” and holding that 
for an award of attorney’s fees in patent litigation, a litigant need only 
show that the case was “exceptional,” that is, one which, considering 
the “totality of the circumstances” stands out from others with respect 
to the substantive strength of a party’s litigating position or the unrea-
sonable manner in which the case was litigated. The proper burden of 
proof for an “exceptional case” is preponderance of the evidence, not 
clear and convincing evidence.  

There are at least three reasons why the Octane Fitness standard 
should be applied to an award of attorneys’ fees in trademark cases as 
well as patent cases: 
1. The statutory language governing attorneys’ fees awards in the 

Patent Act and the Lanham Act is identical. Both require an 
“exceptional case”;  

2. The Octane Fitness opinion cited a trademark case for its def-
inition of “exceptional case”;38 and 

3. The Court looked only to the ordinary meaning of “exceptional” 
and not to some special meaning derived from patent law or 
policy.39 
The Octane Fitness decision considerably eased the standard for 

an exceptional case justifying an award of attorneys’ fees in the patent 
context. Courts had required that the losing case be “objectively 
baseless” and evidence “subjective bad faith.” The Court reverted to 
the plain meaning of the “exceptional case” standard, requiring only 
that the case “stands out from others.”40 The Octane Fitness case did 
not involve trademarks, but the “exceptional case” language of the 
Patent Act and the Lanham Act is identical, as noted by Justice 
Sotomayor in the opinion, which cited a Lanham Act case in defining 
“exceptional.” 

                                                      
37. Id. at 1754. 
38. Noxell Corp. v. Firehouse No. 1 Bar-B-Que Restaurant, 771 F 2d. 521 (D.C. Cir. 

1985), Opinion by then Circuit Judges Ginsburg and Scalia. 
39. Wheelock, Fussner, Manning, “The Award of Attorneys’ Fees in Exceptional 

Cases Under 15 U.S.C. § 1117(a) of the Lanham Act,” TMR Vol. 106 No. 6 
(Nov.-Dec., 2016). 

40. Octane Fitness also held that the burden of proof in attorneys’ fees cases should 
be “preponderance of the evidence,” NOT “clear and convincing” evidence. 
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Shortly after Octane Fitness was decided, the Third Circuit and 
several district courts indicated that Octane Fitness should apply 
equally to trademark cases, but at least one court, a Connecticut federal 
judge, expressly ruled that it did NOT.41 So, what have the federal 
courts had to say about Octane Fitness in the past year? 

The Third Circuit, in Fair Wind Sailing v. Dempster,42 said:  
[W]e believe that the Court was sending a clear message that it was 
defining “exceptional” not just for the fee provision in the Patent Act, but for 
the fee provision in the Lanham Act as well. 

In Georgia-Pacific v. von Drehle Corp.,43 the Fourth Circuit held: 
“[the language of the Lanham Act and the Patent Act] is identical and 
we conclude that there is no reason not to apply the Octane Fitness 
standard …” and the 5th Circuit, in Baker v. Deshong: “We join our 
sister circuits…” in applying Octane Fitness to trademark cases.44 But 
the Ninth Circuit, in SunEarth v. Sun Earth Solar (unpublished, 
May 25, 2016) said it was “not bound by Octane Fitness,” and applied 
its prior test of “malicious, fraudulent, deliberate or willful” conduct 
to justify an award of attorneys’ fees in trademark cases. That position 
was fairly short-lived. As of October 24, 2016, the court had revisited 
the decision en banc, reversing its position and overturning earlier 
precedent, to expressly adopt the Octane Fitness standard for excep-
tional cases under the Lanham Act, as well as the preponderance of 
evidence burden.45 

In the Second Circuit, Penshurst Trading Inc. v. Zodax LP46 
(June 13, 2016) ruled: “[W]e have not yet decided whether this rule 
applies in the context of the Lanham Act,” and declined to do so. The 
Sixth Circuit, in the Slep-Tone case,47 could not seem to muster  
more than a good, strong “maybe.” Karaoke record manufacturer Slep-
Tone Entertainment sued Karaoke Kandy Store, a karaoke machine 
manufacturer, for infringement of its SOUND CHOICE trademark, 
which the defendant allegedly used on counterfeit hard drives loaded 

                                                      
41. Romag Fasteners, Inc. v. Fossil Inc. 2014 WL 4073204 (D. Conn. 2014) Held 

that the Octane Fitness decision applied to patent cases only, not to trademark 
cases. It was affirmed on appeal without reference to the fee determination. 817 
F.3d 782 (Fed. Cir. 2016). 

42. 2015 AMC 585at 600, 764F.3d585 (3d.Cir.2014). 
43. 781 F. 3d 710 (4th Cir. 2015). 
44. 821 F. 3d 620 (5th Cir. 2016). 
45. No. 13-17622, 15-16096, 2016 WL 6156039 (9th Cir. 2016) (en banc). 
46. Fed. App’x ––-, 2016 WL 3248857 (2d Cir. 2016). 
47. Slep-Tone Ent. Corp. v Karaoke Kandy Store Inc. et al. 782 F.3d 313 (6th Cir. 2015). 
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with songs and sing-along lyrics. The jury found for the defendant, 
which promptly asserted “exceptional case,” asking for an award of 
attorneys’ fees. On appeal, the Sixth Circuit did not rule that the U.S. 
Supreme Court’s Octane Fitness ruling on fee shifting in patent cases 
should apply equally to Lanham Act trademark cases, but hinted at 
that result: 

The fee-shifting provisions in [the Patent Act] and [the Lanham Act]  
are identical …and statutes using the same language should generally be 
interpreted consistently…[On remand, the district court should] assess the 
applicability of Octane Fitness before determining whether it is necessary 
to reassess if this case qualifies as extraordinary under [the Lanham Act].48 

Circuit courts that had not yet addressed the application of Octane 
Fitness to trademark cases as of this writing include the First, Seventh, 
Eighth, and Tenth. 

B. Circuit Court Review 

1. Never, never, never give in….the “grim determination 
award” 

Cross Commerce Media, Inc. v. Collective, Inc.,  
Case No. 15-782 (2d Cir. November 7, 2016) 

Legend has it that on October 29, 1941, in the midst of World 
War II, U.K. Prime Minister Winston Churchill visited his alma 
mater, Harrow School, to hear the traditional songs he had sung 
there as a youth, as well as to speak to the students. In his speech, 
Churchill said the famous words: “Never give in, never give in, 
never, never, never, never—” If ever there were a case that embod-
ied this lesson, this is it. 

The trademark owner (a declaratory judgment defendant) lost 
three successive motions for summary judgment, in March, August 
and December of 2014. The first rendered its common law mark 
descriptive, the next found no secondary meaning and dismissed a 
claim for infringement of registered marks, and the third ordered 
the PTO to cancel two federal registrations and to disclaim part of 
a third, and awarded attorneys’ fees to the plaintiff. But the Second 
Circuit came to the rescue and on appeal, reversed or vacated “all 
contested portions” of all three Summary Judgement orders. 

                                                      
48. Id. at 318. 
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Both the plaintiff and the defendant provide data-driven analytic 
software to businesses for marketing purposes. Collective, Inc. 
owned registered trademarks COLLECTIVE NETWORK, COL-
LECTIVE VIDEO and C COLLECTIVE THE AUDIENCE 
ENGINE. In addition, it asserted common law rights to the word 
mark “collective.” Cross Commerce Media, operated under the name 
“Collective[i].” Collective, Inc. considered it confusing and asserted 
its registered and common law trademark rights. In response to 
which, Cross Commerce brought a declaratory judgment action 
seeking declarations of invalidity and non-infringement. 

On appeal from the three disastrous (to the trademark owner at 
least) summary judgment decisions, the Second Circuit reviewed 
the matter de novo, construing the evidence in the light most favor-
able to the non-moving party and drawing all reasonable inferences 
in its favor.  

The appellate court found: the unregistered mark “collective” 
is suggestive and that in finding it descriptive the district court 
committed clear error; genuine issues of material fact as to priority 
of use and abandonment precluded a finding of non-infringement, 
and that summary judgment of non-infringement of the registered 
marks was premature. The case was remanded “…for a new round 
of summary judgment proceedings should either party choose to 
pursue them.” The opinion of the court included a comprehensive 
review of Second Circuit precedent on suggestive vs. descriptive 
marks, and how the determination is made. It reversed the trial 
court’s finding that “collective” was descriptive, and vacated the 
dismissal of defendant’s infringement counterclaim, along with the 
portion of the order that compelled the PTO to disclaim “collective’ 
from defendant’s registration of C COLLECTIVE THE AUDI-
ENCE ENGINE.  

Evidence of the defendant’s priority of use of “collective” pre-
cluded summary judgment to the contrary. Interestingly, the appel-
late court counted the defendant’s use of its domain name “www. 
collective.com,” and advertisements directing customers to the 
domain name, as commercial use of the common law mark, “col-
lective.” Although noting that domain name use alone does not 
necessarily constitute use as a mark in commerce, along with other 
uses, it raised a genuine issue of material fact which precluded 
summary judgment. The defendant’s counterclaim for infringement 
of its registered marks was also reinstated, the trial court’s having 
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offered no explanation for same, nor conducted the requisite 
Polaroid factors analysis.49  

The circuit court also vacated the finding that defendant’s 
registered marks, COLLECTIVE NETWORK and COLLEC-
TIVE VIDEO were abandoned as well as the order of cancellation 
from the federal register, finding “a reasonable factfinder could 
conclude that [defendant] has made extensive commercial use of 
both “Collective Network” and “Collective Video.” The district 
court’s orders were reversed in part, vacated in part and the case 
remanded for further proceedings.  

2. Second Circuit Weighs in on Nominative  
Fair Use for the First Time 

International Information Systems Security Certification Con-
sortium Inc. v. Security University LLC,  
823 F.3d 153 (2d Cir. 2016) 

Nominative fair use, a doctrine created by the Ninth Circuit 
two decades ago,50 which has not been universally adopted,  
was addressed by the Second Circuit for the first time.51 The  
court adopted the doctrine, but ruled that nominative fair use is not 
an affirmative defense,52 noting that it is not one of the enumerated 
affirmative defenses to infringement set forth in Section 1115(b) 
of the Lanham Act. Nor was the court willing to substitute the 
nominative fair use factors for the likelihood of confusion factors, 
as done in the Ninth Circuit, but held rather, they should be con-
sidered in the context of applying the Polaroid factors to deter-
mine whether there is a likelihood of confusion. In addition to the 
Polaroid factors, courts are to consider: 

                                                      
49. Second Circuit likelihood of confusion cases are governed by an analysis of the 

factors set out in Polaroid Corp. v. Polaroid Elecs. Corp., 287 F.2d 492, 495 (2d 
Cir. 1961). 

50. New Kids on the Block v. News America Publishing, Inc., 971 F.3d 302 (9th Cir, 
1992). 

51. Although the court noted that district courts within the Second Circuit “frequently 
use the Ninth Circuit’s formulation” and that the Second Circuit itself had 
endorsed the principles underlying the fair use doctrine. 

52. Nominative fair use is not an affirmative defense in the Ninth Circuit because it 
does not shield a defendant from liability if a likelihood of confusion is found. 
The Third Circuit, however, has treated nominative fair use as an affirmative 
defense, a position the court specifically declined to adopt. 
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1) Whether the use of the plaintiff’s mark is necessary to describe 
both the plaintiff’s product or service and the defendant’s 
product or service, that is, whether the product or service is 
not readily identifiable without use of the mark; 

2) whether the defendant uses only so much of the plaintiff’s mark 
as is necessary to identify the product or service; and  

3) whether the defendant did anything that would, in conjunction 
with the mark, suggest sponsorship or endorsement by the plain-
tiff holder, that is, whether the defendant’s conduct or language 
reflects the true or accurate relationship between plaintiff’s 
and defendant’s products or services. 
The question arose in the context of an infringement case 

brought by ISC2, a non-profit organization that developed a 
certification program for the information security industry. ISC2 
adopted the registered certification mark CISSP to identify a “Cer-
tified Information Systems Security Professional.” Persons who pass 
ISC2’s examination and otherwise meet its standards are entitled to 
use the CISSP certification mark.  

The defendant, Security University, is a for-profit company that 
teaches classes to prepare students for the CISSP examination. There 
was no question that Security University was permitted to truthfully 
advise its potential customers that its classes were directed to the 
ISC2 examination, and that its instructors could truthfully identify 
themselves as being CISSP-certified. The litigation concerned alleged 
false advertising claims that one of the instructors was a “CISSP 
Master” when there was in fact no such designation.  

The district court granted summary judgment in favor of Secu-
rity University on the basis of “fair use,” applying the Ninth 
Circuit’s “fair use” test, rather than the Second Circuit’s Polaroid 
factors to determine infringement. The appellate court vacated and 
remanded for further proceedings consistent with its opinion. 

3. Ninth Circuit Rules Lanham Act Reaches Trademark 
Infringement in Canada 

Trader Joe’s Co. v. Michael Hallatt, 
835 F.2d 960 (9th Cir. 2016) 

Trader Joe’s is a California based grocery chain that sells fresh, 
high-quality food products from its stores throughout the United 
States. It does not license nor franchise to third parties. It maintains 
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strict quality controls when transporting and storing perishable 
goods, to protect the safety of its customers. And the vast majority 
of the products sold in its stores are TRADER JOE’S branded 
products. 

The defendant, Michael Hallatt, was an enterprising Canadian 
fan of Trader Joe’s, who began visiting the Bellingham store on a 
regular basis to buy large quantities of Trader Joe’s products. The 
evidence established that he was driving the products back to 
Canada, where he sold them in a store named “Pirate Joe’s,” which 
mimicked Trader Joe’s distinctive South-Pacific themed trade dress. 
Perishable goods sold at Pirate Joe’s are neither transported nor 
stored in accordance with Trader Joe’s strict quality standards, and 
Trader Joe’s has received at least one complaint from a consumer 
who became sick after eating a Trader Joe’s-branded product pur-
chased from Pirate Joe’s. 

Notwithstanding what might appear to be a clear cut case of 
infringement, the district court dismissed the plaintiff’s claims for 
lack of subject matter jurisdiction, ruling that the Lanham Act did 
not apply to activities in Canada. The Ninth Circuit reversed and 
remanded. 

A statute reaches foreign conduct if it gives a clear, affirmative 
indication that it applies extraterritorially, taking into account any 
limits on the statute’s foreign application that might have been 
imposed by Congress. The court determined that the Lanham Act 
clearly has extraterritorial application, citing to Steele v. Bulova 
Watch Co.53 (the Lanham Act’s use in commerce element and 
broad definition of commerce clearly indicate Congress’ intent that 
the Act should apply extraterritorially), and determined that Trader 
Joe’s adequately alleged that Hallatt’s conduct impacted American 
commerce in a manner sufficient to invoke the Lanham Act’s 
protection. 

4. Fourth Circuit Reaches U.S. Conduct on the Basis  
of a Foreign Mark 

Belmora LLC v. Bayer Consumer Care AG, 
819 F.3d 697 (4th Cir. 2016) 

In contrast to the Trader Joe’s case, the Bayer case addressed 
the conduct of a small drug maker who used Bayer’s foreign  

                                                      
53. 344 U.S. 280, 2826, 73 S. Ct. 252, 97 L. Ed. 319 (1953) Dec. Comm’r Pat. 424 (1952). 

58



© Practising Law Institute

35 

trademark FLANAX, in the United States. This case also expanded 
the global reach of U.S. Trademark law. 

FLANAX is Bayer’s Mexican trademark for its ALEVE prod-
uct. Belmora used the mark FLANAX for a similar product in the 
United States, where Bayer had never used nor sought to register 
the mark. On that basis, Belmora argued that Bayer had no 
standing to sue for trademark infringement in the United States, a 
country in which it had established no rights to FLANAX, but 
Bayer argued that this would allow for the “blatant deception of 
Mexican-American immigrants.” The court determined that there 
was no “unstated requirement” that a trademark must be used or 
registered to sue under the Lanham Act’s broad unfair competition 
provisions.  

5. Appellate Standard of Review for Bench  
Trial Dashes Hopes of FIU 

Florida International University Board of Trustees v. Florida 
National University, Inc., 830 F.3d 1242 (11th Cir. 2016) 

The District Court found no likelihood of confusion between 
FLORIDA INTERNATIONAL UNIVERSITY and FLORIDA 
NATIONAL UNIVERSITY, defeating the plaintiff’s federal and 
state trademark, unfair competition claims, false association argu-
ment and dilution. The Eleventh Circuit affirmed. The fact situation 
was unremarkable, but the trial was procedurally unusual. 

Florida International University (FIU) was founded by the 
Florida legislature in 1965 as part of the State University System. 
It is based in Miami-Dade County, and is South Florida’s only public 
research university, offering over 180 bachelor’s, master’s, and doc-
toral degree programs, and a number of non-degree and certificate 
programs. It serves traditional college students who directly enroll 
in its bachelors’ programs after graduating from high school. Its 
342-acre campus includes student residences, an eight-story library, 
a nature preserve, an athletic stadium and an art museum. It has 
grown to be one of the nation’s largest public four-year universities, 
with over 50,000 full time students. FIU holds federal registrations 
for its name, FLORIDA INTERNATIONAL UNIVERSITY, and 
three design marks featuring the FIU acronym. The name and 
brand have been widely promoted. 

Florida National University, Inc. (FNU) is a for-profit school, 
also based in Miami-Dade County. It enrolls just under 3,000  
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students, and offers online classes. It has no on-campus housing, 
most of its students commuting to school at night and working 
during the day. 

It was founded in 1987 under the name “Florida International 
Institute,” but later that year changed its name to “Florida Inter-
national College.” In March, 1989, FIU objected to FNU’s change 
of name and filed an infringement action in the Southern District 
of Florida. The litigation was settled with FNU’s agreement to 
change its name from “Florida International College” to “Florida 
National College.”  

The two schools subsequently operated without confusion and 
Florida National College obtained Florida and federal trademark 
registrations. It was initially accredited only to grant associates’ 
degrees, but in 2008, became accredited to offer bachelor’s level 
degree programs, and in 2011, accredited to offer a master’s degree 
in business administration. On March 4, 2012, FNU officially 
changed its name to FLORIDA NATIONAL UNIVERSITY.  

FNU filed Florida and federal trademark applications for the 
word mark FLORIDA NATIONAL UNIVERSITY and for the 
words coupled with FNU and a design. The State of Florida filings 
resulted in registration, but PTO filings were held in abeyance 
pending the outcome of the litigation. 

When FNU changed its name to FLORIDA NATIONAL 
UNIVERSITY, FLORIDA INTERNATIONAL UNIVERSITY 
sued for infringement and dilution. After discovery, the parties filed 
cross motions for summary judgment which were pending as of 
the pre-trial conference. When the court asked counsel whether they 
had any additional evidence to present other than the extensive sub-
missions they had already made to the court, both agreed that the 
“court would not learn anything new at trial that [it had] not 
already seen from both sides.”54 With that, the court set oral argu-
ment on “cross motions for summary judgment slash bench trial,” 
and ultimately found against FIU on all counts, entering judgment 
for the defendant. 

This placed the Eleventh Circuit in something of a predicament 
on appeal. Was it to make the de novo review accorded a summary 
judgment, or apply the more deferential review standard of a bench 
trial, in which findings of fact are reviewed only for clear error, 

                                                      
54. Id. at 1250. 
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drawing all inferences in favor of the district court’s decision, 
reviewing only legal questions de novo.  

On the basis of counsels’ statements to the court, it was deter-
mined that they intended a bench trial, giving rise to the more 
deferential standard of review. It does not appear from the opinion 
that a de novo review would have yielded a different result, but in 
the end, finding no clear error, the trial court’s determination was 
affirmed on the basis of the trial court’s finding of fact as to like-
lihood of confusion. 

6. CAFC Vacates JOBDIVA Cancellation On Basis of ID of 
Software Services 

In re Jobdiva, Inc.,  
Appeal No. 2015-1960 (Fed. Cir. December 12, 2016) 
[precedential]. 

When a company’s services are performed by its cloud-based 
software, should the registration be for a software trademark or for 
the services provided?  

JobDiva, Inc. petitioned to cancel the mark JOBVITE for:  
providing employment-related services via an online website, namely, 
providing employment and career information, providing job referral, post-
ing and listing services, and providing business networking services 
including arranging business introductions, in Class 35.  
The petition was based on its prior registrations of JOBDIVA 

for “personnel placement and recruitment” in Class 35 and JOB-
DIVA and Design for: 

personnel placement and recruitment services; computer services, namely, 
providing databases featuring recruitment and employment, employment 
advertising, career information and resources, resume creation, resume 
transmittals and communication of responses thereto via a global com-
puter network, in Class 35 

Jobvita counterclaimed to cancel Jobdiva’s registrations, arguing 
that the JOBDIVA marks were never used in connection with 
personnel placement and recruitment, and claiming that since Job-
diva did not provide personnel placement and recruitment services 
it had abandoned the use of its mark in connection with those 
services. There was no affirmative evidence of abandonment, only 
the claim, in effect, that the identification of services was incorrect. 

The TTAB recognized that JOBDIVA’s personnel placement 
services, provided only through its cloud-based software,  
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constituted “software as a service” (SaaS). As the Board explained, 
JobDiva’s SaaS model of software delivery also changes the way 
that users interact with JobDiva: “The users pay for the computing 
as a service rather than owning the machines and software to do 
it.” JobDiva Rehearing, 2015 WL 3542849, at *2. Unlike software 
which might be installed on the customers’ own computers, Job-
Diva’s software resides on remote servers and customers access it 
via the Internet.  

Looking to JOBDIVA’s website, which identified JOBDIVA 
as software in the field of personnel placement and recruitment as 
opposed to a personnel placement and recruitment service performed 
by Jobdiva, the TTAB found that “[Jobdiva] confuse[d] the service 
of providing a software solution for personnel placement and recruit-
ment with actually rendering personnel placement and recruitment 
services.” Opinion page 16 

Since there is no evidence of use of Petitioner’s marks in 
connection with “personnel placement and recruitment” services, 
there has been nonuse for three consecutive years, constituting prima 
facie evidence of abandonment. Petitioner submitted no evidence 
that it has used its mark in connection with the services, or that it 
intends to resume such use. In view thereof, we find that Petitioner 
has abandoned its use of the JOBDIVA marks in connection with 
“personnel placement and recruitment” and the Counterclaim to 
Cancel Registration No. 2851917 and the Counterclaim to 
Partially Cancel Registration No. 3013235 are granted. 

Jobdiva’s original petition to cancel JOBVITE on the grounds 
of likelihood of confusion and fraud was denied. 

On appeal to the CAFC, the issue was whether JobDiva, Inc. 
used its marks in connection with personnel placement and recruit-
ment services, or whether the Trademark Trial and Appeal Board 
correctly held that JobDiva failed to do so because it used its marks 
on software offerings, without otherwise performing personnel 
placement and recruitment services separate and distinct from its 
software offering.  

The CAFC rejected the Board’s approach, noting that when it 
comes to software as a service, the lines between service marks 
and software trademarks can become blurred. Nonetheless, the 
proper question should have been whether JobDiva performed 
personnel placement and recruitment services through its software, 
and whether consumers would associate JobDiva’s trademarks with 
personnel placement and recruitment services, regardless of whether 
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the steps of the service were performed by software. Because this 
required a determination of fact, it was a question for the Board, at 
least in the first instance. The decision was vacated and remanded 
for further consideration. 

The ultimate question here is this: whether purchasers would perceive 
JobDiva’s marks to identify “personnel placement and recruitment” 
services. Because that question is a factual one, the Board must answer 
it in the first instance. 

7. No 43(a) Claim for Products Manufactured by 
Defendant -Reverse passing off under Sec. 43(a) 

Kehoe Component Sales Inc. v. Best Lighting Prods., Inc., 
796 F.3d 576, 587 (6th Cir. 2015)  

The defendant manufactured emergency lighting products for 
the plaintiff based on the plaintiff’s design. It also manufactured 
and sold the same products for its own account. The plaintiff sued 
for misappropriation of the designs, and for reverse passing off of 
the products. The court held that reverse passing off is a defend-
ant’s “sell[ing] [of] someone else’s goods or services, misrepre-
senting them as [his] own.” In this case the defendants actually made 
the physical goods they were selling; it could NOT be a case of 
reverse passing off: 

[The counterclaim defendants] manufactured the tangible cloned 
objects that [they] represented as having manufactured. The undisputed 
facts thus show that [the counterclaim defendants] never made a false 
designation of the products’ “origin” within the meaning of § 43(a). 
[The counterclaim defendants] represented that the cloned products 
originated with [the counterclaim defendants]; and even though the 
ideas and initial design may well have originated with [the plaintiff], 
the tangible products themselves did not. For purposes of the Lanham 
Act, the physical products originated with [the counterclaim defendants], 
the entity that manufactured them. Where the initial ideas for the 
products came from is irrelevant.  

This is a restrictive reading of 43(a) to be sure, but one probably 
mandated by the Supreme Court’s 2003 decision in Dastar Corp v. 
Twentieth Century Fox Film Corp.,55 593 U.S. 23. In that case the 

                                                      
55. Dastar Corp. v. Twentieth Century Fox Film Corp., 123 S. Ct. 2041 (2003). The 

opinion, by Justice Scalia, reversed the Ninth Circuit’s decision in what was 
essentially a copyright case, but included 43(a) claim and involved competing 
documentaries: CAMPAIGN IN EUROPE and CRUSADE IN EUROPE. In its 
decision, the Court interpreted the word “origin” as used in 43(a) “false designation 
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Court noted in dicta, that the option of a false advertising cause of 
action under 43(a)(1)(b) might still be available, if one misrepre-
sented the nature, characteristics, qualities or geographic origin of 
his or another person’s goods, services or commercial activities.  

8. 22 Emails Found to be Commercial Advertising - 43(a) 
false advertising 

Grubbs V. Sheakley Group, 
807 F.3.d 785, 801 (6th Cir. 2015) 

In another Sixth Circuit Section 43(a) case, this one for false 
advertising, the 43(a) cause of action was dismissed for failure to 
state a claim. The defendant had issued an email which advised 22 
of the plaintiff’s clients that the parties were “partnering” with each 
other – they were not. The defendants were attempting to poach the 
plaintiffs’ clients. The trial court found the 22 emails not to be 
“actionable” commercial advertising and promotion as required by 
43(a). The Sixth Circuit disagreed:  

We…define “commercial advertising or promotion” as:  
(1) commercial speech;  

(2) for the purpose of influencing customers to buy the defendant’s 
goods or services; 

(3) that is disseminated either widely enough to the relevant purchas-
ing public to constitute advertising or promotion within that 
industry or to a substantial portion of the plaintiff’s or defendant’s 
existing customer or client base. 

The challenged emails fit squarely within the definition of com-
mercial promotion even though the numbers were not significant. 

C. Federal District Courts 

1. 5-Hour Energy and 8-Hour Buzz Not Confusing 

International IP Holdings LLC et al. v. Green Planet Inc., 2016 
U.S. Dist. LEXIS 41778 @ 23, 12 (E.D. MI 2016).  

U.S. District Court Judge Robert H. Cleland issued a 29 page 
decision granting summary judgment for the defendant and calling 

                                                                                                                       
of origin,” and narrowed the definition of the word “origin,” to refer only to the 
“producer of the tangible goods that are offered for sale, and not to the author of 
any idea, concept, or communication embodied in those goods.” 

64



© Practising Law Institute

41 

the 5-Hour Energy mark, as well as its “sunrise” color scheme 
“inherently weak.”  

The court rejects the implication that 5-hour Energy has the exclusive 
right to use time units and synonyms for energy in naming an energy 
shot…”8 HR” and ‘Buzz’ are distinct alternatives to plaintiff’s ‘5-hour’ 
and ‘Energy.’ Any other conclusion would severely and unfairly limit 
all competitors in the energy shot market.” 

The court noted that there were similarities between the marks, 
but said the similarities were far outweighed by “readily apparent 
and numerous differences.” Curiously, the judge noted that if he 
were to simply add wins and losses of the eight likelihood of con-
fusion factors, including strength of the marks and similarity of the 
goods, the plaintiff would have prevailed on summary judgment. 
But the Sixth Circuit had warned lower courts against a strictly 
mathematical formulaic approach. As a result:  

“The court concludes, that though plaintiffs prevail, in a mathematical 
sense on a majority of the factors, defendant’s overwhelming showing 
of dissimilarity, and plaintiffs’ relatively weak showing concerning the 
factors on which it does prevail, leaves no genuine issue of material 
fact as to the likelihood of confusion.”  

2. $10.6 Million Verdict in 5-Hour Energy Infringement 

5-Hour Energy Awarded $10,600,000 vs. 6-Hour Power Inno-
vation Ventures LLC v. NVE Inc., case no. 4:08-cv-11867 (ED MI) 

The District Court was far better to Innovation Ventures in its 
case against 6-Hour Power. But it took them eight years, a month-
long trial and a great deal of drama to get there. A federal jury found 
trademark infringement and awarded $10.6 million in February of 
2016. 

Multiple cases were consolidated into one action. The first 
judge, U.S. District Judge Lawrence Paul Zatkoff, granted summary 
judgment in favor of the defendant56 finding no likelihood of 
confusion, the Sixth Circuit reversed and remanded, but Judge 
Zatkoff died of cancer before the case could be retried. The case 
was assigned to Judge Terrence G. Berg, who was shot during an 
attempted robbery of his home in March of 2015, taking nearly a 
year to recover. 

                                                      
56. A point noted, and specifically referenced by Judge Cleland in his ruling on the 8 

HR Buzz case. International IP Holdings LLC et al. v. Green Planet Inc., case 
number 2:13-cv-13988 (ED MI). 

65



© Practising Law Institute

42 

Post script – after the jury verdict and a series of post trial 
motions, the case ultimately settled in October and consent judgment 
was entered on October 26, 2016. 

D. Trademark Trial and Appeal Board 

The Trademark Trial and Appeal Board (TTAB or the Board) 
hears ex parte appeals from PTO rejections and inter partes opposi-
tions, cancellations and concurrent use proceedings. The majority of 
TTAB cases by far, are oppositions, with petitions for cancellation a 
distant second, and concurrent use proceedings rare. Lanham Act 
section 2(d) likelihood of confusion and section 2(e)(1) mere descrip-
tiveness appeals account for the vast majority of the Board’s final deci-
sions in ex parte cases. Most inter partes matters involve section 2(d) 
and are highly fact-specific, seldom venturing into uncharted territory 
regarding the applicable law. Decisions that deal with other issues 
tend to stand out from the usual run of cases. Several such cases were 
decided in the past year.  

1. TTAB v. Northern District of Alabama 

Board of Trustees of University of Alabama v. Houndstooth 
Mafia Enterprises, LLC,  
Case No.: 7:13-CV-1736-RDP (N.D. Alabama February 23, 2016) 

The University of Alabama opposed an application for regis-
tration of the Houndstooth Mafia trademark on the basis that the 
houndstooth pattern is well-known to be associated with the univer-
sity. (Apparently Bear Bryant’s signature apparel item was a hound-
stooth fedora.) In a precedential decision, the TTAB dismissed the 
opposition, permitting registration.  

Under the Lanham Act, a litigant has two avenues of appeal 
from an unfavorable TTAB decision: Section 107 permits the 
appeal of a TTAB ruling directly to the Federal Circuit.57 In the 
alternative, a party may file a de novo civil action in a federal 
district court.58 The university elected the latter option and filed 
suit in the United States District Court for the Northern District of 
Alabama. 

In the course of the litigation, the parties reached a settlement. 
They agreed that the TTAB decision permitting Houndstooth Mafia 

                                                      
57. 15 U.S.C. § 1071(a)(1). 
58. 15 U.S.C. § 1071(b)(1). 
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to register its mark, would be vacated, and the company would 
assign all its rights in the mark to the university. The court approved 
the settlement, and entered a final consent judgment, which, among 
other things, ordered that the TTAB’s decision “is VACATED.” 
(bold and caps in original.)  

Judgment in hand, the university moved to re-open the opposi-
tion, vacate the TTAB decision and dismiss the opposition with 
prejudice. There was no ruling for over a year, whereupon the 
TTAB denied the motion. Or, as the court later characterized it,  
the TTAB “purported” to deny the motion. The university moved 
the district court to enforce the Final Consent Judgment and 
challenging the USPTO’s decision to ignore the court’s order to 
vacate its prior ruling. The USPTO took the position that U.S. 
Bancorp Mortgage Co. v. Bonner Mall Partnership, 513 U.S. 18 
(1994), stands for the proposition that the court was without power 
to vacate the TTAB decision based merely on the parties’ settle-
ment. But the court noted that the TTAB missed its chance when it 
failed to intervene in the original action, and failed to either seek 
modification or reconsideration of the original order, or file a 
timely appeal to the 11th Circuit.  

The court determined that when it issued its order, it was, for 
all practical purposes, acting as a court of appellate jurisdiction 
over the TTAB, and the TTAB, like a lower court, did not have the 
authority to ignore a reviewing court’s order.  

The [district] court [reviewing an inter partes TTAB decision] may 
adjudge [1] that an applicant is entitled to a registration upon the applica-
tion involved, [2] that a registration involved should be canceled, or [3] 
such other matter as the issues in the proceeding require, as the facts in 
the case may appear.59 

The attitude of District Court Judge R. David Proctor was  
not softened by the fact that the attorney representing the PTO 

                                                      
59. 15 U.S.C. § 1071(b)(1) (emphasis added); see also 28 U.S.C. § 2106 (“The 

Supreme Court or any other court of appellate jurisdiction may affirm, modify, 
vacate, set aside or reverse any judgment, decree, or order of a court lawfully 
brought before it for review, and may remand the cause and direct the entry of 
such appropriate judgment, decree, or order, or require such further proceedings to 
be had as may be just under the circumstances.”) (emphasis added). Although the 
language of Section 2106 “applies in terms only to review of a court order, its 
basic principle is not inapposite to appellate review of agency orders.” Greater 
Boston Television Corp. v. F.C.C., 463 F.2d 268, 277 (D.C. Cir. 1972); see 
Environmental Defense Fund, Inc. v. Costle, 578 F.2d 337, 346 n. 33 (D.C. Cir. 
1978). 
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apparently referred, more than once, to the court’s order as “a 
piece of paper.”  

To be crystal clear—the court’s Final Consent Judgment is not merely a 
“piece of paper”; it is an order of a court sitting in appellate review 
(pursuant to 15 U.S.C. § 1071(b)) over a decision of the TTAB. “Admin-
istrative agencies [] are not free to ignore [a] court’s mandate[].” 
Youghiogheny & Ohio Coal Co., 200 F.3d at 950. “Appellate” court 
orders are not merely “pieces of paper” that a court (much less an 
Article II administrative agency) may choose to disregard, even after 
taking a substantial period of time to mull it over.60  

Plaintiffs’ Motion to Enforce Consent Judgment was granted, 
and the Motion by Michelle K. Lee, Undersecretary for Intellectual 
Property and Director of the United States Patent and Trademark 
Office, to Intervene was denied. An order followed, requiring the 
TTAB to vacate its decision within fourteen days. Board of Trustees 
of the University of Alabama v. Houndstooth Mafia Enterprises, 
LLC, Case No. Case No.: 7:13-CV-1736-RDP (N.D. Alabama 
February 23, 2016).  

The PTO appealed to the Eleventh Circuit, but on April 29, 
2016, filed a motion to voluntarily dismiss its appeal. The TTAB 
vacated its original 2013 decision on March 3, 2016. 

2. HOUSEBOAT BLOB – Descriptive?? Confusing with 
Generic Term?? 

In re Fat Boys Water Sports LLC, Serial No. 86490930 (April 27, 
2016) [precedential]. 

Fat Boys Water Sports applied to register HOUSEBOAT 
BLOB for: 

“inflatable float mattresses or pads for recreational use, namely, mat-
tresses and pads from which the user may be launched into the air and 
onto a body of water; Inflatable mattresses for recreational use, namely, 
mattresses from which the user may be launched into the air and onto a 
body of water.”  
Two applications were rejected on the basis of sections 2(e)(1) 

and 2(d) of the Lanham Act, as merely descriptive under Section 2 
(e)(1), and likely to cause confusion with the registered mark THE 
BLOB for goods legally identical to applicant’s goods.  

                                                      
60. Board of Trustees of the University of Alabama v. Houndstooth Mafia 

Enterprises, LLC, 163 F.Supp.3d 1150, 1157, 1162 (N.D. Alabama 2016). 
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Evidence established that the term “blob” is generic for an 
inflated mattress-shaped recreational device that floats on the water 
and launches a person off the end into the water when another per-
son jumps onto the opposite end. The issue for the TTAB was 
whether the addition of the word HOUSEBOAT, rendered the 
mark as a whole NOT merely descriptive of the goods.  

Unfortunately for the applicant, marketing materials described 
the product as one that would “accommodate House Boats and 
Yachts” and “perfect to attach to a houseboat or small cliff.” Based on 
that evidence, and considering the mark as a whole, the Board 
concluded that the words in combination “would be immediately 
understood to mean a blob-type inflatable launch pad that is spe-
cialized for use in association with a houseboat” and therefore 
merely descriptive of the goods and unregistrable under 2(e)(1). 
Thus, the mark conveys an immediate idea of the nature and pur-
pose of the goods, and the Board found the mark to be merely 
descriptive of the goods. Adding insult to injury, the Board also 
found the mark unregistrable under 2(d) as confusingly similar to a 
registration of THE BLOB for the same goods. Regrettably there 
was no counterclaim for cancellation of the registration on the 
basis of genericism.  

3. JAWS - Iconic film? Or “40 year old thriller movie 
about a shark”? 

In re Mr. Recipe, LLC,  
Serial Nos. 86040643 and 86040656 (March 18, 2016) 

It is somewhat unusual for a likelihood of confusion case to 
turn on fame. Generally, fame is considered in the dilution context. 
In this case, however, the applicant filed to register JAWS and 
JAWS DEVOUR YOUR HUNGER for internet streaming of videos 
related to cooking. Unfortunately for the applicant, the examining 
attorney appears to have been something of a fan, she rejected the 
application, citing registrations for the movie JAWS, the identi-
fications of goods for which included videos:  

“As shown by the attached internet evidence, JAWS is one of the top-
grossing movies of all time, is often referred to as one of the best 
movies ever made, and was the first movie to gross over $100,000,000 
in box office rentals. Accordingly, the registered mark JAWS is a 
famous mark that is more likely to be associated in the public mind 
than a weaker mark. Because of this, the mark is afforded a broad scope 
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of legal protection and applicant’s mark, which begins with the 
registered mark JAWS, is likely to cause confusion.” 

The applicant appealed to the TTAB – which affirmed the 2(d) 
refusal. The applicant argued that its slogan mark suggested a clear 
connection with food, which the cited mark did not convey. The 
Board disagreed: “[B]ecause of the fame of Registrant’s JAWS 
mark, the shark’s reputation as having a voracious appetite, and 
Applicant’s standard character form application, Applicant’s mark 
is just as likely to engender a commercial impression of Registrant’s 
shark as of an appetite to be satisfied.” 

As to the relatedness of the Goods and Services: although 
applicant’s services were limited to the subject matter of cooking, 
the cited registration was not limited and included videos. The Board 
concluded that the fame of Registrant’s mark “is sufficient to 
broaden the scope of protection to encompass such differences,” 
finding a likelihood of confusion and affirming the examiner’s 
Section 2(d) refusal.  

4. Motion for Protective Order, inappropriate response 
to discovery requests… 

Emilio Pucci International BV v. Rani Sachdev,  
18 USPQ2d 1383 (TTAB 2016) [precedential] 

The Emilio Pucci case turned on the misbehavior of the appli-
cant. Emilio Pucci entered the fashion business in the postwar 
years of the late 40’s – the world was in the mood for his bright, 
bold graphics, coinciding with the development of stretch fabrics 
that made clothes comfortable as well as fashionable. He was a hit 
with the jet setters of the ‘50s, - and by the ‘60s his high-profile 
fans included Marilyn Monroe, Sophia Loren and Jackie Kennedy. 
When Braniff Airlines decided to revolutionize flight in the mid 
‘60s with brightly-painted planes and high fashion stewardess uni-
forms, Emilio Pucci was tapped as the designer.  

Emilio Pucci died in 1992, but the company continues, with 
high profile customers like Madonna and Ivana Trump, among oth-
ers. His company opposed an application to register ST. PUCCHI, 
and served a first set of discovery requests comprising 27 interrog-
atories, 31 document requests, and 83 requests for admission. 

On the day responses were due, applicant’s counsel filed a 
motion for protective order under FRCP 26(c), claiming that the 
discovery requests were overly broad and burdensome. She made 
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no effort to resolve the disputed issues before filing her motion as 
required by TTAB rules. That lack of good faith effort was alone a 
sufficient basis for denial of the motion, but the motion was also 
substantively lacking. The Board found no basis for concluding 
that the discovery requests were oppressive or would cause undue 
expense. The discovery requests were standard and typical for this 
type of proceeding, and were tailored to seek relevant information. 
The interrogatories, under any counting method, did not exceed 
seventy-five in number. 

Moreover, Applicant’s motion lacked any legal citation or 
supporting argument, but rather contained conclusory, “boilerplate” 
statements, with no explanation as to why the requests were burden-
some or oppressive. The fact that Applicant filed her motion on the 
very day her responses were due was also troubling to the Board. 
She could have requested an extension of time prior to, or even on, 
the due date. Her unfounded and improper motion “calls into ques-
tion whether Applicant had any objective for filing it other than to 
stall the proceeding.” The Board therefore denied the motion. 

Exercising its inherent power to impose any sanction provided 
for by FRCP 37(b)(2), the Board allowed Applicant 15 days within 
which to show cause why the Board should not sanction her by 
finding that: (1) she had forfeited her right to object on the merits 
to opposer’s discovery requests, and (2) opposer’s requests for 
admissions were deemed admitted pursuant to FRCP 36(a)(3). In 
addition, the Board barred Applicant from filing any unconsented 
or unstipulated motion in this proceeding without first requesting 
and receiving the Board’s permission to do so. 

5. Misuse of deposition “errata sheet” causes trouble  
for litigant 

Hollywood Casino LLC v. Chateau Celeste, Inc.,  
116 USPQ2d 1988 (TTAB 2015) [precedential] 

In another litigant misconduct case, the applicant tried to 
completely alter the testimony of its president with a deposition 
“errata sheet.” Chateau Celeste, Inc. filed to register HOLLY-
WOOD HOTEL, which claimed to have been in business since 
1902. Its president testified that Chateau Celeste was not the owner 
of the mark, but that Zarco Hotels owned the property and con-
trolled the nature and quality of the services, and that Chateau 
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Celeste was the management company and had a license from 
Zarco to use the trademark.  

In the face of applicant’s testimony that it was not the owner 
of the mark, the opposer moved for the entry of summary judg-
ment in its favor.  

After the motion for summary judgment was filed, the witness 
submitted an “errata sheet” reversing his testimony to state that 
Chateau Celeste in fact controlled the nature and quality of the 
services at the property and that Zarco had a license from Chateau 
Celeste to use the trademarks, rather than the other way around. 
He submitted a declaration in opposition to the summary judgment 
motion to that same effect. 

Applying FRCP 30(e) with regard to the errata sheet, the 
Board observed that a party should not be allowed to make an unex-
plained “about face” with respect to damaging deposition testimony. 
To do otherwise would “eviscerate the purpose of sworn depositions, 
and would severely prejudice the deposing party’s ability to rely 
upon or strategize based on the responses given by a deponent.” 
The TTAB declined to consider the errata sheet or declaration, but 
nonetheless denied summary judgment, noting a genuine issue of 
material fact as to the ownership of the hotel.61 

6. Parties’ Consent Agreement insufficient 

In re Bay State Brewing Company, Inc.,  
117 USPQ2d 1958 (TTAB 2016) [precedential]. 

The examining attorney rejected an application to register 
TIME TRAVELER BLONDE, based on an existing registration 
of TIME TRAVELER for beer. The parties entered into a consent 
agreement. The applicant conceded a likelihood of confusion, but 
asserted the consent agreement in its appeal to the TTAB from the 
examining attorney’s rejection.  

The TTAB rejected the consent agreement, ruling that the exist-
ence of a consent agreement related to only one of the du Pont 
factors, the market interface between the applicant and the regis-
trant. The effect of a consent agreement can only be determined in 
the context of weighing all of the factors in the context of a full du 
Pont analysis, which the TTAB then undertook. 

                                                      
61. John Welsh, in his TTABlog post of December 22, 2015, offered the practice 

pointer: “Witness preparation should be conducted before the deposition –not after.”  
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Consent agreements are important considerations, but they do 
not always prevail. This one had a number of problems, which the 
TTAB detailed: 

 The applicant was located in Massachusetts, the registrant in 
Vermont. The “Geographical Limitation” provision in the agree-
ment provided that the applicant would not use its applied-for 
mark “outside of New England and the State of New York,” 
while the registrant’s use was not geographically limited. The 
TTAB found this amounted to an agreement to use the mark in 
the same area, permitting both marks to be used in the in over-
lapping territories of New York and New England. 

 Further, the applicant’s resulting registration would be mislead-
ing. It would not put the public on notice of the actual extent 
of use of mark or applicant’s rights in mark: 

Given that a significant purpose of the register is to provide the 
public with notice of the extent of actual or presumptive trademark 
rights, Applicant’s registration would be misleading. 

 The use of house marks by the parties, as agreed, would not 
obviate confusion. 

 The agreement lacked business information as to why the 
applicant and the registrant believed that confusion between 
their marks was not likely to occur under the particular circum-
stances of their contemporaneous use. 

 There was no reference to differences between the goods, 
trade channels or classes of purchasers; the sophistication of 
purchasers; or dissimilar methods of advertising and promotion. 

 Both the registration and the application were for standard 
character marks, so that different trade dress could not be 
taken into account.  

 There was agreement that the parties could not use each other’s 
trade dress, but no requirement as to what trade dress either 
would use.  
In sum, while we unmistakably recognize the Federal Circuit’s 

instruction that consent agreements are frequently entitled to great 
weight, we find that the specific consent agreement in this case is 
outweighed by the other relevant likelihood of confusion factors, 
namely that the marks are virtually identical, and the goods, trade 
channels and purchasers are identical. Further, the goods are  
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subject to impulse purchase. Notwithstanding the consent agreement, 
we are persuaded that patrons in New York and New England are 
likely to be confused as to source upon encountering the marks 
TIME TRAVELER and TIME TRAVELER BLONDE, even when 
these marks are used within the constraints set forth in the consent 
agreement. 

The examining attorney’s rejection was affirmed. 

7. “Related Company” Lanham Act definition 

Noble House Home Furnishings v. Floorco Enterprises,  
118 USPQ2d 1413 (TTAB 2016) [precedential] 

The Noble House case was interesting because of its expla-
nation of “related companies” under the Lanham Act. Section 45 
of the Trademark Act provides that a mark shall be deemed aban-
doned when its use has been discontinued with intent not to resume 
use. A period of three years of nonuse constitutes prima facie aban-
donment. However, Section 5 of the Trademark Act provides when 
a mark is used legitimately by related companies, that use shall 
inure to the benefit of the registrant or applicant for registration. 
Section 45 defines “related company” as “any person whose use of 
a mark is controlled by the owner of the mark with respect to the 
nature and quality of the goods and services on or in connection 
with which the mark is used.” 

In this case, even though there had been no sales, the parent 
company continued to market and advertise products. The problem 
was, it was not the parent, but the subsidiary that owned the trade-
mark. The owner had ceased use of the mark for the statutory 3 
year abandonment period. If there had been ongoing use by a com-
pany that the owner controlled – a “related company” – the pre-
sumption could have been overcome. In most cases, a subsidiary is 
controlled by the parent, so no license is needed for a mark owned 
by the parent and used by a subsidiary. That does NOT work in 
reverse. Use by a parent, which is NOT controlled by the subsidiary, 
does not inure to the benefit of the subsidiary, the mark owner. 

That was the case here. Ongoing use of mark by the parent 
company was insufficient to overcome the presumption of abandon-
ment by the subsidiary. A “related company” must be controlled 
by the owner of the mark as to the nature and quality of goods 
and/or services offered under the mark.  
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8. TTAB Rejects Specimens of Use for Radio Broadcast- 
World’s Biggest Small Group, In re WAY Media, Inc., 
Serial No. 86325739 (June 3, 2016) [precedential]. 

Appropriate specimens for a service mark must be: 
1) Used or displayed in the sale of services; or  
2) Used or displayed in advertising the services. 
In this case, specimens advertising a radio program did not support 
an identification of “broadcast services.” 

The examining attorney rejected WORLD’S BIGGEST 
SMALL GROUP for radio broadcasting services, although accepted 
for a radio program. The refusal to register was affirmed. The spec-
imens included a web page which described WORLD’S BIG-
GEST SMALL GROUP as a program “to read through the Bible” 
in eight weeks. There was no explicit reference to radio broad-
casting services – as required for an advertising specimen. 

The TTAB found a lack of association between the mark and 
any broadcast service offered by the applicant and ruled that the 
public would normally associate broadcast services with the station 
call letters, not the program name. Screen captures from YouTube – 
showing a broadcast booth – similarly were not adequate to show 
broadcast services as opposed to a program.  

The use of the mark as a caption to a video posted on YouTube simply 
gives no evidence of use with a radio broadcasting service, and the 
presence of a microphone in the background of the screen capture does 
not constitute a sufficient reference to radio broadcasting. 

The mark was found to refer to applicant’s Bible-reading and 
devotion program. “We find no direct association in any of the spec-
imens between WORLDS BIGGEST SMALL GROUP and radio 
broadcasting.” 

The TTAB affirmed the examining attorney’s refusal of 
registration.  
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III. U.S. AND INTERNATIONAL PRACTICE DEVELOPMENTS 

A. TTAB Amended rules  

Effective January 14, 2017, the Trademark Trial and Appeal 
Board has amended its rules of practice for the first time since 2007.62 
The new rules are designed to bring TTAB into conformity with 
some of the revised Federal Rules of Civil Procedure, and also to 
reflect changes in technology and in current TTAB practice. The 
amendments are far-reaching, covering such topics as electronic filing, 
service, communication, discovery, pre-trial, trial and appeals.  

They also take advantage of significant improvements made to 
the ESTTA, the Electronic System for Trademark Trials and Appeals, 
in response to stakeholder comments during last year’s ESTTA Users 
Forum. The ESTTA upgrade includes: 
filing receipts will be automatically transmitted to all parties whose 

email addresses are of record in the proceeding; 
filing forms increase the grounds listed for Notices of Opposition 

and Petitions for Cancellation; 
a “Save” feature allows users to circulate a form for review and 

editing before submission;  
among the selections now available for inter partes matters, will 

be a modified general filing form for motions not otherwise listed; 
the “Attachment screen” displays a pre-filing checklist and tips 

for attachment size and format; and 
attachments may be viewed after they have been uploaded and 

before submission. 
Among the TTAB rule revisions: 

Fed.R.Civ.P. Rule 26 “proportionality” for discovery is adopted;  

                                                      
62. The final rules were published in the Federal Register of October 7, 2016, Federal 

Register / Vol. 81, No. 195 / Friday, October 7, 2016 / Rules and Regulations. The 
Federal Register of December 12, Federal Register / Vol. 81, No. 238 / Monday, 
December 12, 2016 / Rules and Regulations, published further rules, correcting 
errors in certain cross references, clarifying the manner of testimony taken in a 
foreign country and the process for depositions upon written questions, and rein-
corporating the time frames for cross appeals and cross actions.  
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as are other federal rules concerning timing motions to compel 
discovery and to determine the sufficiency of responses to requests 
for admissions; 

requests for production of documents and requests for admission 
are limited to 75 each, subject to a motion for additional requests 
for good cause; 

discovery must be served in adequate time to be completed by the 
close of discovery; 

witness testimony may be submitted by affidavit, with the oppos-
ing party having the option to cross examine by deposition; 

with only limited exceptions, submissions must be filed through 
ESTTA; 

the 5-day extension for responses by mail is eliminated; and 
the responsibility for serving notices of opposition, petitions for 

cancellation, and concurrent use proceedings, reverts to the TTAB. 

B. TEAS Enhancements 

The USPTO’s TEAS and TEASi were also enhanced on April 23, 
2016, to allow for payments via a new online fee payment manage-
ment tool, Financial Manager, which allows customers to store elec-
tronic payment methods online and generate custom transaction 
reports. Customers can also use a payment method stored in Financial 
Manager to check out quickly, without manually entering detailed 
payment information.  

Additional changes and improvements to TEAS and TEASi were 
announced by the PTO on October 1, 2016.63 

C. International Trademark Practice 

Out with OHIM in with EUIPO 

On March 23, 2016, Regulation (EU) No. 2015/2424 entered 
into force, resulting in a number of changes to the Community 
trade mark system. The Community Trade Mark Office is now called 
the European Union Intellectual Property Office (‘EUIPO’) and 

                                                      
63. They can be found at the USPTO website at: https://www.uspto.gov/trademarks-

application-process/filing-online/teas-teasi-maintenance-and-enhancement-section  

77



© Practising Law Institute

54 

the Community trade mark is called the European Union trade mark 
(‘EUTM’). Further changes will come into effect in October 2017. 

Following the decision in the IP TRANSLATOR case [Case 
C-307/10 Chartered Institute of Patent Attorneys v Registrar of 
Trade Marks], the Community Trade Mark Office has held that 
class headings are no longer considered to cover all the goods or 
services in the relevant class. Instead their meanings will be 
applied literally. Previously, class headings had been considered to 
cover all the goods or services in the class, irrespective of whether 
or not the product/service in question was specifically listed. By 
way of example, the class 15 ‘class heading’ is ‘musical instru-
ments.’ Previously, this would have been held to cover music 
stands. This is no longer the case. 

This applies to Community Trade Marks and International 
Registrations designating the EU. This is a significant change in 
practice which could affect the scope of trademark rights. There 
was a non-extendable deadline to take action to clarify the extent 
of rights of September 23, 2016. After that date, rights are confined 
strictly to the exact terms listed in the specification. 

The Regulation also reduces some of the official fees as of 
March 23, 2016. Opposition, cancellation and appeal fees have all 
been reduced by approximately 10%. Application and renewal fees 
have been reduced to reflect the new one-fee-per-class system (it 
had previously been a flat fee for filing/renewing in up to three 
classes). The most significant reduction will be in relation to 
renewal fees which will be significantly less expensive. Check the 
new fee structure carefully. Going forward, single class applications 
are less expensive, two-class applications remain unchanged, and 
three-class applications are more expensive. Additional class fees 
for four classes and above have not changed. Another important 
change is that renewal fees will be become due on the tenth 
anniversary of a trademark’s filing date, and not at the end of that 
month.64 

                                                      
64. The Amending Regulation was published on 24 December 2015 and is part of the 

EU trade mark reform legislative package that also includes the replacement of the 
existing EU Trade Mark Directive (Directive 2008/95/EC of the European 
Parliament and the Council). Additional information on the Regulation may be 
found at https://euipo.europa.eu/ohimportal/en/eu-trade-mark-regulation  
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